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INTERNATIONAL SILVER CoMpaANyY v. ONEIDA Community, LIMITED 
United States Circuit Court of Appeals, Second Circuit 


August 17, 1934 


TrapE-Marks AND Trape-NAmes—“Rocers,” “Rocers Broruers,”’ “Rocers 
Bros.,” ETC. ON SILVERWARE—RIGHT TO Use. 

Appellant derived its title to the use of the names “Rogers 
Brothers,” “1847 Rogers Bros. A-1,” and other similar trade-marks from 
a Series of business successions beginning with the three brothers, Wil- 
liam, Simeon S. and Asa H. Rogers in 1847 and culminating in 1899 in 
purchase from the Meriden Britannia Co., appellants’ immediate 
predecessor, which had acquired the right and title from the three 
original Rogers Brothers in 1882, whereas appellee, in 1929 acquired 
all right and title in and to certain other marks comprising the name 
“Rogers” from Wm. A. Rogers, Ltd., a Canadian corporation. Held 
that appellant had no exclusive right to the word “Rogers” simpliciter, 
but, on the other hand, had not abandoned any right it may have had 
to such use. 

Trape-Marxs—“Rocers” on SitverwAre—Ricut to Exctiusive Use. 

Inasmuch as complainant, although it brought suits against several 
competitors to restrain the use of the word “Rogers” on silverware, 
did not obtain injunctions, but subsequently abandoned prosecution, 
held that the name “Rogers” simpliciter never meant solely complain- 
ant’s goods, even before the use thereof by appellee. 

Unram Competirion—Deceptive ADVERTISING. 

Appellee, which acquired from one, William A. Rogers, all his right 
and title in and to the use of the word “Rogers” on silverware, and 
continued the use of the word in competition with appellant, by the 
use of advertising calculated to induce the public to believe its Rogers 
ware to be that of appellant, held guilty of unfair competition and 
a decree defining the manner of use of the word “Rogers” and similar 
marks on its goods and in its advertising was issued. 


In equity. Action for unfair competition in the use of a trade- 
name. From a decision of the United States District Court, North- 


ern District of New York, in which defendant filed counterclaim, 


both parties appeal. Modified. For decision below see 23 T.-M. 
Rep. 491. 


Bartlett, Eyre, Scott §& Keel (John P. Bartlett, Richard Eyre, 
Edward §. Rogers and Ralph L. Scott, of counsel) all of 
New York City, for complainant-appellant. 

Nims § Verdi, (Harry D. Nims, James J. Kennedy, Wallace 
H. Martin, M. L. Severn and S. L. Whitman, of counsel), 
all of New York City, for defendant-appellant. 
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Aveustus N. Hann, C. J.: This suit is to enjoin the use of the 
name Rogers on silverplated flat ware and other table ware, as 
well as to enjoin the use of various trade-marks and to restrain un- 
fair competition. 

Complainant claims to be the successor of the original Rogers’ 
firm that began business in 1847 and attained a high reputation in 
the manufacture of silver plate. We think this position cannot 
be sustained so far as it seeks exclusive rights derived from the 
three brothers William, Simeon S. and Asa H. Rogers, who began 
business together in Connecticut in 1847, and established a high 
reputation as faithful craftsmen in making table silverware by an 
electroplating process. The three Rogers stayed together until 
1856, when William left the corporation which the brothers had 
formed, known as Roger Bros. Manufacturing Co. He then joined 
others in a corporation known as Rogers Smith & Co., which manu- 
factured silver plated ware under the mark “Rogers Smith & Co. 
A 1.” In 1862, Rogers Smith & Co. merged with the Rogers 
Brothers Manufacturing Co. and under the marks “(Star) Rogers 
Bros. A 1,” “Rogers Brothers,’ “Rogers Bros.” and “Rogers 
Smith & Company” continued the business until the concern became 
insolvent in 1862 and the assets, other than the good-will and trade- 
marks, were distributed by the Connecticut Probate Court. Shortly 
after the failure, a new corporation called Rogers Smith & Co. was 
organized (in which no one named Rogers was interested) which 
was sold out to Meriden Brittania Co. in 1863. About November, 
1862, the original three Rogers brothers entered the employ of 
the Meriden Company without, however, obtaining any proprietary 
interest in that corporation. It was agreed that the Company 
should not sell goods stamped with the name “‘Rogers’’ unless they 
bore the name or trade-marks of “Rogers Brothers.”” The goods 
were marketed by the Company under the name “1847 Rogers Bros. 
= x.” 

Asa H. and Simeon S. Rogers had left Rogers Bros. Manufac- 
turing Company in 1858 and, before going into the employ of the 
Meriden Company, had established a business of their own at 
Waterbury, Connecticut, under the name of Rogers & Brother, 
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using the trade-marks “Rogers & Brother A 1”; “(Star) Rogers & 
Brother A 1”; “(Star) Rogers & Bro. A 1”; “(Star) R. & B.” 

In 1864, William Rogers left the employ of the Meriden Com- 
pany and went into that of William Rogers Manufacturing Com- 
pany in Hartford, a partnership in which neither he nor any one 
named Rogers ever owned an interest. His son William Rogers, 
Jr., also associated himself with the concern. The trade-marks 
used by it were “(Anchor) William Rogers & Son AA”; “William 
Rogers & Son’; “1865 William Rogers Mfg. Co. AA”; “William 
Rogers Mfg. Co.”; “Rogers Nickel Silver’; “(Anchor) Rogers 
(Anchor).” 

In 1868, William Rogers again entered the employ of the 
Meriden Company and his son went with him. 

In 1871, Asa Rogers and one Watrous organized Rogers Cutlery 
Co. 

In 1878, Simpson, Hall, Miller & Co. was formed at Walling- 
ford and employed William Rogers, Jr. It used the mark “( Eagle) 
Wm. Rogers (Star).” 

In 1868, Cephas, Gilbert and Wilbur F. Rogers, all being un- 
connected with the old Rogers family, founded a firm at Meriden 
under the name of C. Rogers & Bros. They used the trade-marks 
“C. Rogers & Bros.” and “C. Rogers & Bros. A 1.” It did not 
begin to manufacture silver plate until 1883. 

In 1886, The Rogers & Hamilton Co. was formed in Waterbury, 
with which none of the Rogers brothers was connected. It did not 
manufacture silver plate, but only hollow ware. Indeed, the 
original Rogers had all died, William Rogers in 1873; Simeon in 
1874 and Asa in 1876. 

It will be seen that prior to 1894, when William A. Rogers, 
who is defendant’s predecessor, began business, the following con- 
cerns were in the business of manufacturing silver plate: 

Rogers & Bro. deriving title from Asa and Simeon Rogers in 
1858; 


Meriden Brittania Co. deriving title from all three of the original 
brothers in 1862; 
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William Rogers Mfg. Co. deriving title from William Rogers 
in 1865; 

Rogers Cutlery Company deriving title from Asa Rogers. 

In addition to the foregoing, the following concerns: C. Rogers 
& Bros. (1868); Simpson, Hall, Miller & Co. (1878); and The 
Rogers & Hamilton Co. (1868) were in competition with the com- 
plainant’s predecessors in 1894 when William A. Rogers, defend- 
ant’s predecessor, entered the field. 

In 1899, the complainant was organized and purchased the 
business of the foregoing concerns. It seems plain that at that 
time the name “Rogers” did not designate any particular source of 
manufacture. The first four concerns could trace back to the three 
brothers and possibly this was true of Simpson, Hall, Miller & Co. 
also because of the connection with it of William Rogers, Jr., who 
had worked closely with his father in the William Rogers Mfg. Co. 
But in Wm. Rogers Mfg. Co. v. Simpson, Hall, Miller & Co., 54 
Conn. 527, it was held that the William Rogers Mfg. Co. could 
not prevent Simpson, Hall, Miller & Co. from using the word 
“Rogers.” The court said in that decision that: “The plaintiff 
has no greater right to prevent the misleading of consumers in the 
matter of calling the goods of both ‘Rogers Goods’ than it has to 
prevent the same result in the matter of using identical names ac- 
companied by differing symbols as stamps.” It was also held in a 
suit by Rogers § Brother against C. Rogers & Bros., 53 Conn. 121, 
that the former could not enjoin C. Rogers & Bros. from using the 
“name of ‘Rogers’ merely upon their goods.” As regards Rogers 
& Hamilton Co., another interloper, there is no proof that any 
attempt was made to stop its sales of “Rogers’’ goods, or that any 
of the original Rogers concerns objected to its use of the name. 
Thus, when the complainant came into the field, there were at least 
two, and probably three, concerns which had been using the name 


for years, with no proof that their workmanship was equivalent to 
the high order of plate that had made the silver of William, Simeon 
S. and Asa H. Rogers famous, or that they claimed to derive their 
title from the original brothers. 
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In 1894, William A. Rogers, defendant’s predecessor, began 
selling silverware in New York. He started a fourth “Rogers” 
business in electroplated ware in competition with the companies 
deriving a commercial heirship from the three brothers and was 
followed in 1900 by a concern known as Simeon L. and George H. 
Rogers Co., organized under the laws of Maine, by two sons of 
Simeon S. Rogers, with a factory at Hartford, Connecticut. 

In 1901, William A. Rogers incorporated his business and was 
engaged in substantial competition with the complainant in silver 
plate until the business was sold out to the defendant in 1929. It 
used the name “Rogers” as well as various special trade-marks. 
In 1918, it had acquired the business of Simeon L. and George H. 
Rogers Co. 


The complainant bought out all of the concerns that were com- 
peting with it when it started business, namely, Rogers & Brother, 
Meriden Brittania Co., Wm. Rogers Manufacturing Co.; Rogers 
Cutlery Co., Rogers Smith & Co., Simpson, Hall, Miller & Co. 
and The Rogers & Hamilton Co., but before the defendant entered 
the field by the acquisition of Wm. A. Rogers Ltd. there were out- 
standing the business of Wm. A. Rogers, and for twenty years 


afterwards that of Simeon L. and George H. Rogers & Co. This 
makes it clear that the name “Rogers” simpliciter never meant 
solely the complainant’s goods. 

It is argued that complainant established by litigation that the 
name “Rogers” did mean its goods, but this is not so. This is 
first sought to be shown by the suits brought by Wm. Rogers Mfg. 
Co., one of its predecessors. In Rogers v. Wm. Rogers Mfg. Co., 
70 Fed. 1019, a preliminary injunction in its favor was reversed 
by this court and the suit was later dismissed for lack of prosecu- 
tion. In Wm. Rogers Mfg. Co. v. Wm. A. Rogers, 84 Fed. 639 
(affirmed 95 Fed. 1007), Judge Lacombe denied a motion for a 
preliminary injunction, though William A. Rogers was advertising 
his goods as “Rogers goods” and the “genuine Rogers goods.” In 
1917, the suit was dismissed for lack of prosecution. In Interna- 
tional Silver Co. v. Simeon L. and George H. Rogers, 110 Fed. 
955, Judge Shipman, in 1901, granted a preliminary injunction to 
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the complainant restraining the defendant in that suit from using 
such terms as “the only Rogers Bros.,” as well as “Rogers” and 
“Rogers Bros.” with or without a preceding or succeeding name or 
symbol, but did not enjoin the use of the corporate name. He found 
that the defendant had selected the name “Rogers” unnecessarily 
for purposes of unfair competition and it is to be remembered that 
the defendant there had only just begun business in 1901 and had 
really built up no equity in its favor. The suit never came to final 
hearing and, in 1913, was dismissed for lack of prosecution. Un- 
der all the circumstances, the decision has no important bearing 
on the present controversy. Likewise in International Silver Co. 
v. Rodgers Bros. Cutlery Co., 13836 Fed. 1019, a mere interloper 
had selected the name “Rodgers” to take away the complainant’s 
trade. There an injunction was granted, but merely on the ground 
of fraud, and not because the name “Rogers” had acquired a 
secondary meaning. The scholarly opinion of Justice Swayze in 
the New Jersey Court of Errors and Appeals in International 
Silver Co. v. Rogers, 67 N. J. Eq. 646 is to the same effect. There 
a mere interloper having no standing as a silversmith sought to 
capture complainant’s trade. The court held that the fact that 
William A. Rogers, defendant’s predecessor, “‘seems to have estab- 
lished the right to use the name” did not “enlarge” the rights of 
the interloper. See also International Silver Co. v. Rogers, 72 
N. J. Eq. 983. 

That International Silver Company had no exclusive right to 
the word “Rogers” simpliciter was held in Wm. A. Rogers v. Inter- 
national, 84 App. D. C. 410, and by Judge Manton in the District 
Court in Wm. A. Rogers, Ltd. v. Rogers Silverware Redemption 
Bureau, 247 Fed. 178 [8 T.-M. Rep. 114]. 

It is argued that the complainant abandoned any right it may 
have had to use the name Rogers simpliciter and that between 1900 
and 1929 it advertised urging the public to disregard that word in 
buying Rogers’ silverware and seek more specific marks. Among 
the phrases used for this purpose were: 

“Don’t say Rogers, say Wm. Rogers & Son.” 

“Not ‘Rogers’ only but ‘1847.’ ” 
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“There are other Rogers,—remember ‘1847.’” 

“Remember the number ‘1847’ as well as the ‘Rogers Bros.’ ” 

“Remember the ‘1847,’ as there are other ‘Rogers.’ ” 

“1847 was made part of the trade-mark to identify the genuine.” 

“There are many brands of ‘Rogers’ but there is only one 
‘1847.’ ” 

“1847 has been the mark that has distinguished the original 
brand of silver plated flatware.” 

“Although there are several makes of Rogers goods, there is but 
one brand of 1847 Rogers Bros.” 

“There are other makes of ‘Rogers’ but only one ‘1847’ Rogers 
Bros.” 

This, we think, does not show an abandonment of the right to 
use the name “Rogers” so far as that right existed, but only an 
insistence upon special distinguishing marks. 

Between the date when complainant started and defendant’s 
acquisition of the property of William A. Rogers, the business of 
the latter grew to a very substantial volume and it sold goods under 
brands which included the word “Rogers” to the amount of several 
million dollars. While it may not be possible to approximate ac- 
curately the amount of flat silverware which it sold that was ad- 
vertised as Rogers’ goods, or bore trade-marks with the name 
“Rogers” thereon, it is certain that business of that kind was sub- 
stantial. Complainant allowed all this to go on, but was on friendly 
relations with William A. Rogers, Ltd., and at times purchased 
goods from the latter. The suits which it had brought against 
William A. Rogers in 1895 and 1898 in order to stop the use of its 
name did not succeed and were discontinued in 1917. In view of 
complainant’s disregard of the name “Rogers” simpliciter and its 
failure to make any steady attempt to prevent its use by others, we 
must hold that it had no exclusive right to the use of that name. 

But it may be argued that, even if the defendant has the right 
to use the name “Rogers” simpliciter, it has traded so unfairly that 
it should be denied that use and confined to its specific marks. One 
misrepresentation it has made is in its guarantee by Simeon L. 
and George H. Rogers Company, Inc. The old Simeon Company, 
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the business of which defendant purchased, was dissolved and the 
guarantee was by a company with only nominal assets, and defend- 
ant’s name does not appear on it. On the face of each guarantee is 
a picture of the original Simeon Rogers and his sons George and 
Simeon. This was a direct attempt to trade on the reputation and 
skill of one of the original brothers from whom complainant’s, and 
not defendant’s good-will, may be regarded as in part derived. 
The green advertising pamphlet of defendant (Ex. 47) which 
its salesmen passed on to dealers was also intentionally misleading. 
It dealt with silver sold under the mark “1881 (R) Rogers (R).” 
It says that “its name has been universally accepted for half a 
century as representing unusual value in silverware in a vast 
moderate-priced market,’ and adds that these advertisements “are 
new links in a great chain of advertising continuing through genera- 
tion * * * creating a great name in silverware.” As a matter of 
fact the mark “(R) Rogers (R) 1881” was not used before 1901, 
and “1881 (R) Rogers (R)” until 1910. Neither had in any sense 
been used “through generations.” The circular was obviously in- 
tended to represent that the reputation of defendant’s Rogers plate 
was derived from the original brothers and that its excellence in 
silver plating came from the teachings in faithful workmanship of 
those men and the concerns with which they were associated. Noth- 
ing could be better calculated to misrepresent the truth. As a mat- 
ter of fact 1881 was a date having no significance except that of 
an unfounded antiquity. The mark was a deceptive imitation with 
the misleading variant “1881” of “(Anchor) Rogers (Anchor). 
Indeed, “(R) Rogers (R) 1881” was held a deceptive imitation of 
the latter mark in Wm. A. Rogers Limited v. International Silver 
Co., 84 App. D. C. 4138, and the only basis for tolerating a mark in 
which 1881 was placed at the beginning, rather than the end, is 
laches or estoppel. But there can be no justification for allowing 
it to be used unqualified after defendant began to represent that it 
was derived from the original Rogers. The intention to trade on 
complainant’s name is further shown by the words printed in large 
letters at the top of the second page of the pamphlet (Ex. 47): 
“National Advertising and Dealer Aids.’”” The complainant has 
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advertised its goods on a large scale, and the defendant practically 
not at all. Advertisements in the Saturday Evening Post of “Wm. 
A. Rogers Heirloom” and of “1881 (R) Rogers (R)” (each in- 
serted in a single issue) were sent to dealers with frames for 
exhibition in stores. Later other printed advertisements of the 
same size, described by the defendant as “Saturday Evening Post 
size advertising” or “‘reprints’’ were distributed to the dealers for 
insertion in these frames. These later advertisements were not 
published anywhere. This seems to have been a deliberate attempt 
to trade on complainant’s advertising and to lead the public to sup- 
pose that the silver advertised in the frames was that of the old 
Rogers brands that were then being nationally advertised. The 
use of the terms “Genuine Rogers,” “Famous Rogers” and “Cele- 
brated Rogers” under the foregoing conditions shows, we think, 
both a purpose and a tendency to lead the public to believe that the 
defendant’s goods are associated with those of the original Rogers 
or their successors who made Rogers plate famous. 


Such acts on defendant’s part, accompanied by instructions to 
its salesmen to “stuff your ears with cotton and say Rogers” 
inevitably led to all kinds of misleading representations by its 


enthusiastic dealers. For example, “a genuine Wm. Rogers Silver 
Tea-spoon”; “We feature the nationally Roger Bros. lines in both 
Community and Tudor’; a “Wm. Rogers” set, were misleading 
descriptions by defendant’s dealers who did not distinguish between 
the original William Rogers and his successors and William A. 
Rogers and his company that defendant has acquired. 

The so-called initial line “R. S. Mfg. Co.” was made of the 
cheapest plated ware and sold under conditions in which the public 
might well believe it was complainant’s product. From the sort of 
competition that defendant conducted or promoted, there arose a 
deception and confusion due to its deliberate acts. There is no 
such corporation as “R. S. Mfg. Co.,” though the boxes in which 
silverware thus marked is sold carry the name “R. S. Mfg. Co.” as 
the maker and guarantor. One Abelson was sued by International 
Silver Company for advertising a “R. S. Mfg. Co.” set of table 
silver as “Rogers World Famous Silver Plate.” The set was worth 
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only about $7 and sold for $19.95. Thus he put on the market not 
only an inferior article, but one sold at a price indicating good 
plate under a name which, because of defendant’s method of mer- 
chandising, was likely to lead the public to suppose it was manu- 
factured by complainant. Defendant appears to have taken no 
affirmative steps to stop this, but on the contrary, paid the expenses 
of Abelson’s defense in the suit brought by the complainant against 
him. This sort of deliberate misuse of the name “Rogers” is bound 
to injure complainant’s trade and is palpably unfair. 

Misrepresentation and confusion by defendant’s customers, for 
which we believe it is to a substantial extent responsible, are bound 
to injure complainant’s reputation and business. Thus we find in 
Howard’s advertisement of “R. S. Mfg. Co.” plate that “Wm. 
Rogers” is represented to be the maker and guarantor. Still an- 
other advertisement reads that the ware on sale is ‘made and 
guaranteed by Wm. Rogers.” Such advertising confuses the cheap 
ware of William A. Rogers with the ware of William Rogers, one 
of the original brothers. Four dealers were discovered who had 
put defendant’s plate in complainant’s containers. The newspaper 
advertisement of another dealer specified ware of defendant as 
“1847 Rogers Bros. Silverware Half Price,” though the ware was 
unplated nickel silver. These illustrations might be multiplied 
ad infinitum. They are not, in our opinion, due merely to the vague- 
ness of the meaning of the word “Rogers” open to use by either 
party, but are also due, at least in part, to the misrepresentation and 
confusion which the reckless and unfair mode of competition car- 
ried on by the defendant has caused. 

It is to be noted that there was a marked difference between 
the advertising of the defendant and its predecessors in business 
in that the latter used their own names in advertising, such as 
Simeon L. and George H. Rogers, S. L. & G. H. R. Co. and Wm. 
A. Rogers, and that about the only marks used that suggested 
Rogers simpliciter were “(R) Rogers (R)” and “1881 (R) Rogers 
(R)” which were deceptive marks for the reasons above stated. 
The defendant, on the other hand, began a huge deceptive and con- 
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fusing campaign which, in our opinion, has gone beyond anything 
its predecessors did, both in volume and consistent intent. 

While defendant’s conduct has not been bad enough to deprive 
it of the use of the name “Rogers,” or of the marks “Wm. A. Rogers 
Heirloom” or “R. S. Mfg. Co.,” its advertising and propaganda seem 
to make it necessary to differentiate its goods from complainant’s in 
all advertising matter and containers relating to flat ware, whether 
marked with the initial marks “(Maltese Cross) W. R. (Key- 
stone)”; “S. L. & G. H. R. Co.,” or “R. S. Mfg. Co.,” or marked 
with “Wm. A. Rogers Heirloom” in any way, or with “Wm. A. 
Rogers” followed by “R” in a horseshoe, or “1881 (Wreath) 
Rogers (Wreath),” or “(Wreath) Rogers (Wreath)” with “1881” 
above and “Quadruple Plate New York City” below; or marked 
with “(Wreath) Rogers (Wreath)” on cutlery only, or with 
“Simeon L. and George H. Rogers Company,” or other marks hav- 
ing the name “Rogers.” While the defendant should be allowed 
to use any of the foregoing marks, as well as the name “Rogers,” 
its own name, either as successor of William A. Rogers, Limited, 
or of Simeon L. & George H. Rogers Company, or as manufacturer 
should appear in any and all advertising and upon all cartons or 
containers in which goods bearing these marks or bearing the 
name “Rogers” are supplied and, if the ware be guaranteed, its 
name as the successor or manufacturer shall appear upon the 
guaranty. Moreover, such name shall be as prominent both in 
size and type as the name of such predecessor or the name Rogers, 
and such predecessor’s name or the name Rogers shall be displayed 
only in conjunction with defendant’s name. Likewise, sales to 
dealers or other parties disposing of such ware shall be accom- 
panied by written notices in unmistakable terms that the ware shall 
not and cannot legally be sold or represented as Rogers ware, ex- 
cept as Rogers ware manufactured by Oneida Community Limited. 
In the event the defendant shall adopt new trade-marks bearing 
the name Rogers it shall inscribe upon the plate the name “Oneida 


Community” either as successor or manufacturer. The foregoing 
provisions are to be a substitute for 6 (a) and (b) of the decree 
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below. Subdivision 6 (c) of the decree should be eliminated and 6 
(d) and 6 (e) should stand. 

In respect to the cross-injunction granted to the defendant, it 
should stand as in the decree, except that subdivision 7 (a) should 
read as follows: 

(a) From stating directly or indirectly to the trade or the 
public, or in any manner advertising or claiming that plaintiff is the 
sole or only concern whose ware may be advertised or sold as 
Rogers, or from stating that it is unfair competition to advertise or 
sell as Rogers defendant’s ware marked with any of defendant’s 
marks or with the name Rogers, provided, however, the cartons or 
containers bearing the same or the name Rogers, and the advertise- 
ments thereof, are marked with the name of the defendant as suc- 
cessor or manufacturer, and written notices are given to dealers 
and others, and plate bearing new trade-marks with the name 
Rogers is inscribed in the way hereinbefore directed; or from stat- 
ing in advertising, or otherwise in trade, directly or indirectly, 
that there are or ever were any injunctions or adjudications in 
force against such advertising or sale by the defendant or its 
predecessors, or that anyone will be in contempt of court for thus 
advertising or selling defendant’s ware. 

The decree is modified in accordance with this opinion and, as 
so modified, affirmed without costs to either party. 


L. Hann, J., dissents, with opinion. 


L. Hanon, C. J. (dissenting): I agree that the name “Rogers,” 
simpliciter, cannot be monopolized by this complainant and for the 
reasons given, but I would go further: The “W. A. Rogers’ busi- 
ness began in 1894, and it has been continuous ever since. In 1901 
it was incorporated, only two years after the complainant gathered 
in six or seven other “Rogerses,’ and the same year that it took 
in “C. Rogers & Brothers.” Thereafter the two businesses went 
along side by side, until this suit was started, and except for the 
abortive efforts of 1896 and 1898, which were abandoned in 1917, 
the complainant never uttered a syllable of protest. Indeed, al- 
though in 1907 it successfully prosecuted an interloper, I can find 
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nothing later which suggested a claim to the name as against anyone 
at all. The business of “W. A. Rogers” down to 1929 when the 
defendant bought it, was not trifling or negligible; it was not a 
competitor one could ignore with impunity. Between 1921 and 
1928 it sold about $1,000,000 a year in what may fairly be re- 
garded as “Rogers” brands. The complainant did not object to 
this and it is entirely clear why it did not object. It had no idea 
of making “Rogers” its mark; it was centering all its emphasis upon 
other marks, principally “1847.” It was only when the defendant, 
whom it had good reason to fear, entered the field and paid down 
two million dollars, that it awoke to the dishonest practices of which 
it had for thirty years been the victim. I must own that such 
grievances do not impress me; if either party has any ground for 
complaint, the defendant seems to me to be that one. Wrongs en- 
dured with complaisance for a generation do not engender my 
indignation, or move me to intervene. I do not care whether one 
says that the complainant abandoned not only the name “Rogers,” 
simpliciter, but its combinations so far as the W. A. Rogers Com- 
pany copies them, or whether one says that it is estopped; for the 
purpose of this suit the result is the same. What we are doing is to 
protect a user which, as it seems to me, has been forfeited, at least 
as against this complainant by every canon of law, justice and 
morals. I hold no brief for the defendant’s own conduct; but I 
apprehend that in suits like this we do not protect the public, but 
only redress a private wrong. I can find none that this complainant 
has suffered. 

As my views will not prevail I shall not go into the details. 
There are a few things that I should enjoin the defendant from call- 
ing its wares, e. g.: “Genuine,’ “Famous,” “Celebrated.” These 
connote a position in the trade which “W. A. Rogers” never held; 
that is, that the defendant’s wares are more genuine, more famous 
and more celebrated than the complainant’s. That is misleading, 
just as it is misleading for the complainant to say that it is the 
“genuine” Rogers, for there is no genuine “Rogers,” though there 
is an “‘original,” and on the whole the complainant is that “original.” 
As to the “‘initial’’ marks, though I agree that they might stand 
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without any monopoly of the name “Rogers,” and though I might 
agree that originally the “W. A. Rogers” marks were close enough 
to give ground for complaint, the complainant has lost any right in 
these as well, quoad this defendant, because of its long acquiescence 
and the defendant’s reliance upon it. But it does not seem worth 


while to go into the evidence to see which of the supposed infringe- 


ments are old enough to have secured the immunity of age, tolera- 
tion and action in reliance upon both. 


AmigEsiITE ASPHALT CoMPANY OF AMERICA V. THE INTERSTATE 
AMIESITE CoMPANY 


United States Circuit Court of Appeals, Third Circuit 
September 19, 1934 


Trapve-Marxs—Unram Competirion—“Amiugsite” oN Roap Buitpinc Ma- 
TERIAL—NAME OF PATENTED ARTICLE. 

The name given to an article subject of a patent becomes publici 
juris at the expiration of the patent. Where, therefore, plaintiff ac- 
quired from its predecessors all rights and title to a patent for a com- 
position for painting purposes known after its inventor, Dr. Joseph 
Hay Amies, as “Amiesite,” it could not, after the expiration of the 
patent, prevent the defendant, which had been manufacturing the 
patented article under a license from the plaintiff, from continuing the 
use of the trade-mark thereon, especially as the defendant was sole 
maker and seller and its acts built up and gave value to the patented 
product and to the name “Amiesite.” 


In equity. Action for alleged unfair competition in the use of 
name of a patented article. From a decision of the United States 
District Court, District of Delaware, in favor of defendant, plain- 
tiff appeals. Affirmed. 


Hugh M. Morris, of Wilmington, Del., for plaintiff. 
Hastings, Stockly § Duffy, of Wilmington, Del., for defendant. 


BurFineton, J.: In the court below the incorporated Amiesite 
Asphalt Company of America, hereafter called plaintiff, brought 
suit against the incorporated Interstate Amiesite Company, here- 
after called defendant, charging the latter with wrongfully using 
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the trade-name or trade-mark “Amiesite,’ and prayed injunctive 


relief. Subsequently, defendant made a counterclaim, charging 
plaintiff with oppressive and wrongful conduct in alleged intimida- 
tion of its customers, and also sought injunctive relief. During 
the pendency of the case, the court granted the order prayed for by 
defendant and enjoined plaintiff, during the continuance of the 
case, from so acting. Thereupon plaintiff took an appeal to this 
court. After hearing such appeal, this court, on being advised the 
main case had been heard on final opinion, and that the trial Judge 
would shortly file his opinion, held the appeal in abeyance to await 
the Judge’s decision. Thereafter such opinion was filed and, in 
pursuance thereof, a final decree was entered dismissing the plain- 
tiff’s bill. Thereupon an appeal was taken by plaintiff. It will 
thus appear that if the final decree of the court be affirmed, the ap- 
peal of plaintiff from the grant of the preliminary injunction be- 
comes moot. Accordingly, we address ourselves to the plaintiff's 
controlling appeal from the decree dismissing its bill. 

From the proofs it appears that Dr. Joseph Hay Amies had for 
some years prior to 1908 and 1909 carried on experiments in 
material for road building. His experiments finally resulted in a 
composition of ingredients which, after being subjected to certain 
treatment, could be transported to a road bed and “laid cold.” 
Under pressure the mixture hardened and made a firm and durable 
road. To protect his invention, Dr. Amies, on February 20, 1909, 
applied for, and on September 21, 1909 was granted, patent No. 
934,494, for “composition for paving purposes.” Shortly there- 
after he applied for some six other patents which concerned minor 
improvements of his above patented composition for paving pur- 
poses. These patents were acquired by the predecessor of plain- 
tiff and subsequently by plaintiff. Both such companies were hold- 
ing companies which did no manufacturing and built up no manu- 
facturing or selling business of their own, their business being con- 
fined to licensing, manufacturing and selling companies under the 
cited patents. In addition to the patents, and to further protect 
Dr. Amies’ invention, an application was on January 23, 1909 made 
by The Amies Asphalt Company, the assignee of the patent, for 
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trade-mark of the word “Amiesite,’ which was registered on 
November 2, 1909, to The Amies Asphalt Company under the num- 
ber 75658. Such application was under oath and in compliance 
with the statutory requirement that “the length of time during 
which the trade-mark has been used,” shall be included in the ap- 
plication. It was therein stated that “the trade-mark has been 
continuously used since December 16, 1908.” The application 
contained the word “Amiesite” in script with a dash thereunder. 
Subsequently thereto, defendant, using as part of its corporate 
name the word “Amiesite,” namely The Interstate Amiesite Com- 
pany, was duly licensed by the then owner of the Amies patents, to 
make and sell the invention thereof in certain states, and recited in 
said license was the statement that the licensee has the right to 
use certain patents in the manufacture of Amiesite in the territory 
thereinafter described. In pursuance thereof defendant built up 
a large business in making and selling the patented article which 
the trade, the plaintiff and defendant, called Amiesite. Pursuant 
to such license, defendant paid the patent owners over four hun- 
dred thousand dollars in royalties therefor. In point of fact, the 
Amies patent expired in 1926, but neither the public nor defendant 
seem to have realized that fact, and defendant continued to pay 
royalties thereon to and including 1980. Thereafter defendant 
allowed its license to expire and continued to make and sell 
Amiesite. For so doing, and to stop further sale by defendant, 
plaintiff brought this bill. 

At this point we note that all of the matters above stated are 
facts and while, as we hereafter state, there are other matters 
which it is contended modify such facts or warrant certain modify- 
ing inferences to be drawn therefrom, yet, after all, the facts above 
stated still remain proven, namely, the date of the patenting of Dr. 
Amies’ invention; the fact of its being patented, the date and state- 
ment of the use of the word “Amiesite”; the fact that such patented 
invention and trade-name were licensed to defendant under its 
name of an Amiesite Company, to wit, The Interstate Amiesite Com- 
pany, and large royalties paid based on the tonnage of Amiesite 
produced; and that, in building up such business, plaintiff con- 
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tinuously asserted Amiesite was made in pursuance of the patent 
granted therefor. Such being the case, the Court held the principle 
stated by this Court in Yale & Towne Mfg. Co. v. Ford, 208 Fed. 
707, and by the Supreme Court in Singer Mfg. Co. v. June, 163 
U. S. 169, applied, and consequently held that at the expiration of 
the patent for Amiesite, the monopoly ended and with the vesting 
in the public of the right to use the invention, there also passed a 
right to use the word Amiesite to designate and describe the product 
of such expired invention. Indeed, the case in hand is even stronger 
than the Singer case. In that case June had no connection with 
the Singer Company during the life of the patent; Singer was the 
sole maker and seller and alone made the name “Singer” valuable. 
In the present case the defendant was the sole maker and seller and 
its acts built up and gave value to the patented product and the 
name Amiesite. Moreover, not only did it so make, sell and popu- 
larize the product and name Amiesite, but both in its incorporation 
and its operations, by its own name, The Interstate Amiesite Com- 
pany, it had the consent and approval of plaintiff as being an 
Amiesite Company. It will thus be seen that over and above the 
right of the public to use both invention and name of the patented 
product when the patent monopoly ceased, which anyone would 
have under the Singer case, the defendant, as plaintiff's licensee 
and its representative in building up the business, had special 
equities as against plaintiff which June, an entire stranger to Singer, 
did not have. So also the present case presents stronger facts than 
that of Yale v. Ford, supra, decided in this Circuit. At risk of 
repetition, we repeat the reasoning there set forth: 


To us it is clear the commercial value of a patent is the creation of a 
public desire for its product. And if the invention is such that its product 
has acquired a distinctive name, then the public, when its time of enjoy- 
ment comes, cannot enjoy to the full the freed invention, unless coupled 
thereto is the right to use the name by which alone the invented article 
is known. Nor is there injustice in this, for, when the real situation is 
analyzed, it will be seen that by enjoying the monopoly of his patent for 
a series of years the patentee impliedly agrees, as maker and seller of the 
invented article, that, when his patent expires, he will not only surrender 
to the public the mechanical right to duplicate the article, but also the dis- 
tinctive name the public has appropriated to the patented article; for it 
is apparent that the public cannot use the invention to the full without 
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having the incidental right to vend its product by the distinctive name 
which the public has given it. In other words, taking this case, the public 
cannot now enjoy an untrammeled right to make the Triplex block of the 
seventeen-year monopoly, unless it has the incidental right of saying we 
now make and sell a Triplex block. Any other construction would make 
the patent a mere incident to trade-names, and would nullify the basis 
which alone justifies the grant of patented rights, namely, the right, on the 
expiration of the patent, to the full commercial use of the freed invention. 
For illustration, suppose that Benjamin Franklin had for seventeen years 
made his stoves under a patent, and that during that time these stoves 
had come to be known as Franklin stoves. Can there by any doubt that 
when a foundryman, at the expiration of the patent, wanted to manufac- 
ture and sell such stoves, that he could not call them Franklin stoves, and 
mark them and sell them as Franklin stoves? If he could not, the inven- 
tion would be of diminished practical use, and the monopoly of the patent 
measurable retained by the patentee. The consideration which the public 
enjoys in return for the patent only begins when the patent expires, but, 
when it does expire, the invention and the designation by which, as a 
patented article, it has become known, passes into the general public 
right, subject, of course, to the limitation that the person who uses it shall 
so act as not to lead the public to believe that when buying such article 


they are buying one made by some other person, including, of course, the 
patentee. 


Moreover, the present case involves no confusion of goods or 
unethical conduct. The case is devoid of any proof either that 
defendant represented its product as that of plaintiff, or that the 


public bas been in any way misled. At the termination of its license 
defendant simply went on to make and sell Amiesite as it had al- 
ways done, save in one safe-guarding precaution, namely, it ceased 
using the word Amiesite in script form with an underlying dash, 
and began using block letters on its signs, contracts, bids and litera- 
ture. Such being the law on the facts stated, it follows the court 
below rightly decided the case unless there were facts to take the 
case out of the general principle above stated. This plaintiff 
sought to do on two grounds—one that the expiration of the patents 
had no effect on the use of the registered trade-mark “Amiesite”’ ; 
the other that before the patents were granted or the name regis- 
tered, plaintiff had used the name Amiesite as a trade-name. The 
first contention, namely that the expiration of the patents had no 
effect on the use of the registered trade-mark, has been negatived 
in what we have set forth above. As to the second contention, 
namely the use of the word Amiesite prior to the patents, the court 
below, after hearing the vast mass of testimony taken and after 
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analyzing the same, held: “The proof overwhelmingly established 
that the exclusive use of the trade-name and the monopoly under 
the Amies patent were substantially contemporaneous. Patent 
monopoly and trade-name monopoly started and ended together.” 
If this terse, but all embracing finding is right, it puts an end to 
plaintiff's contention. After full consideration had, we find our- 
selves in accord with the trial court. We will not attempt to com- 
prehensively discuss the mass of testimony the Judge heard or to 
set forth all the reasons leading us to our conclusion, but will refer 
only to some of the things which strengthen our conclusion that 
the Judge was right in so holding. 

Dr. Joseph Hay Amies, in whose name the word “Amiesite”’ 
had its origin, experimented in material for road building. His 
work, and its nation-wide approval, culminated in his patent No. 
934,494 noted above. His work theretofore, while extensive and 
educational, found vent in no invention that left any impress on 
road building, but the invention disclosed in the above patent gave 
to the art the great contribution of a “cold mix’’ and indelibly linked 
his name, Amies, with his patented product, Amiesite. The “cold 
mix’ invention he made was tersely but comprehensively set forth 
in his specification: 


I place a batch quantity of broken stone, gravel or like materials upon 
a mixing board or in a mixing machine and mix them with any desirable 
light oil. I then pour thereon and thereover and mix well therewith a due 
quantity of boiling asphalt or other like elements suitable for paving 
compositions. I then throw thereon and mix therewith a due amount of air 
slaked lime or crushed carbonate of lime or a mixture of these to cover 
the individual particles of the said composition, and thus form a granular 
and friable mass that will adhere together and form a solid mass under 
pressure. 


Upon this disclosure, he made and was granted a single, sim- 


ple, but inclusive claim, as follows: 


The herein described method of making a composition for paving pur- 
poses which consists in taking mineral materials and the like, coating them 
with a light oil, then mixing them with a binder as hot asphalt, and then 
coating the particles of the said composition with air slaked lime, crushed 
carbonate of lime, or lime powder, as fully set forth. 


Contemporaneously with the application for the patent, the ap- 


plication for the word “‘Amiesite’’ was made. When we consider 
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that it is of advantage to the applicant for trade registration to 
carry back such use as far as he can, we are impressed that Dr. 
Amies, who is now dead, when his company thus made use of his 
name to designate his invention which he was then seeking to 
patent, would not have limited such use to 1908 unless such was the 
fact. Moreover, it will be apparent that if the name Amiesite had 
been given and had been acquired in public trade so far back as 
1905, to which plaintiff now seeks to carry it, Dr. Amies would have 
endangered the grant of his patent because of his invention having 
been in such public use and trade as to have acquired from this 
public use and dealing a distinctive trade-name so far back as 1905. 
In view of the statement in the application for registration that 
the use of the name dated to 1908; in view of the fact that Dr. 
Amies, who would naturally know the date, allowed his company 
to so state it; and in further view of the fact that the plaintiff and 
its licensee, the defendant, through a long course of business 
development and growth, in their literature, contracts and addresses, 
coupled the patent of Amiesite and the trade-name Amiesite as the 
basis of such business; in view of the fact that the name Amiesite 
nowhere occurs in print prior to such time; and in view of the fact 
that the Amies Asphalt’ Company, which exploited Dr. Amies’ 
earlier paving, in its offer to lay a sample pavement in Wilmington, 
Delaware, referred to its product as a pavement, stated its pave- 
ment is “known as Amies Asphalt Macadam’; we are of opinion 
that a heavy burden rests on those who assert an earlier date, to 
establish that contention by certain and strong proof that such was 
the case. That burden has not been met. The adult witness who 
testified that in 1905 he had heard the name used in connection 
with a pavement laid by Dr. Amies, was held by the court to be 
untrustworthy ; and in view of the fact that the other witness who 
testified to hearing the name used in 1905 was a mere boy at the 
time and the unlikeliness of his having the name impressed on his 
boyish mind, the trial court placed no dependence on plaintiff's 
proofs. Without referring to all the proofs bearing on the con- 
duct of the plaintiff and its licensee, the defendant, in coupling the 
patent of Amiesite and the trade-name Amiesite together as a uni- 
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tary fact, we refer to such expressions of the holding and the 
licensed plaintiff company running through a number of years. 
Before the Amies Amiesite patent, Dr. Amies’ company, in its bids, 
not only did not use the word Amiesite, but on the contrary called 
its product by another name, viz.: “Known as Amies Asphalt Mac- 
adam.” After the Amiesite patent, the language used by plaintiff 
in trade is set forth at length in the court’s opinion and is not here 
repeated. It suffices to say that these statements show that Amie- 
site was a patented product, that the first use of Amiesite was in 
1909, and that the patent and the trade-name were linked together 
in date, subject matter and road work, for the twenty years follow- 
ing the grant of the Amies patent. Thus in 1930 plaintiff asserted: 
“The proven merits of this material have made it a leader in the 
field for the last twenty years and assure its continued use in ever 
increasing quantities.” The previous year the plaintiff, describ- 
ing Amiesite as set forth in the Amies patent and the time of its 
first use as 1908 or 1909, said: “By this process a thick coating 
of asphaltic cement is congealed immediately around each stone 
particle. . . Nearly twenty years have elapsed since laying the first 
Amiesite pavement in Media, Pa.” Two years before, plaintiff, 
after describing Amiesite, stated: “These considerations are pro- 
tected in the Amies process.” Two years previously plaintiff had 
stated: “Dr. Joseph Hay Amies, of Pennsylvania, developed a 
process of laying asphalt pavement cold. ‘The mixture made in 
accordance with this process and the pavement resulting therefrom 
are known as Amiesite. The first public use of Amiesite was in 
1909, when a pavement was constructed by this method at Media, 
Pennsylvania, a town not far from Philadelphia.” Indeed, the 
position of the plaintiff during the life of Dr. Amies’ patent is 
summed up in a publicly circulated address of plaintiff's leading 
officer: “However, Dr. Joseph Hay Amies did solve this problem 
of producing a mixture that could be shipped and laid cold, which 
solution he accomplished when he invented the paving mixture that, 
with later improvements, is now known as ‘Amiesite.’” In 1929 
it was stated: “When this company was formed in 1923, we were 
working exclusively under the one Amies patent on Amiesite.” 
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In view of these proofs and of others that might be cited, we 
are of opinion that the trade-name Amiesite was not used before 
Dr. Amies’ invention, that it came into use and has been for years 
used as the designation of the Amies invention, and that on the 
expiration of such patent, the monopoly of product and name, un- 
der the Supreme Court’s ruling in 163 U. S. 169, and this court’s 
in 208 Fed. 707 ended, and the court below rightly dismissed plain- 
tiff’s bill. With such dismissal, the appeal from the preliminary 
injunction becomes moot. Accordingly, the plaintiff's appeals are 
dismissed. 


Nistey SHoe Co. v. Nistey Co., ET AL. 


Nistey Co., et AL. v. Nistey SHor Co. 
(72 F. [2a] 118) 


United States Circuit Court of Appeals, Sixth Circuit 


June 29, 1934 


Trape-Marxs—Trape-Names—Unrair Competirion—“Nistey” ON SHOES 
—Use or SAME SuRNAME BY COMPETING CORPORATION. 

Plaintiff, Nisley Shoe Co., of which Charles Nisley was president, 
owned and operated a retail shoe store in Springfield, Ohio, since 1905, 
and used the trade-mark “Nisley” on its shoes and containers, the shoes 
having been purchased from the G. Edwin Smith Shoe Company. In 
1924, the latter company engaged Nisley to establish retail stores 
throughout the state, except in Springfield territory, such stores and 
the shoes sold therein being marked “Nisley.” In 1929, plaintiff brought 
action against defendants, alleging unfair competition on their part in 
the use of the word “Nisley” and an injunction, was granted. Held 
that the decree should be vacated, so far as it granted an injunction, 
against the use of the name “Nisley,” but in other respects affirmed. 

Trape-Marxs—“Nistey”’—TerriroriaL Richt To Mark. 

Plaintiff, which had never registered the name “Nisley” as a trade- 
mark, could not claim the right to exclude others from the use of 
such name in territory to which it had not expanded and did not 
reasonably expect to expand its trade. 

Trapve-Marxs—Ricutr or Fmsr User—Bona Fine Use sy Larter User— 
EFFEct. 

Protection in the use of a trade-mark in a district other than the 
district in which it was first used by another sometimes depends upon 
the later user’s lack of knowledge of the earlier use. 

Trape-Marxks—Unrai CoMPETITION—ACQUIESCENCE. 

Where plaintiff Nisley not only received salary from defendants in 

extending their trade in “Nisley” shoes, but consented to the use of 
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such name and assisted the defendants in building up a business there- 

under, he could not claim that his company was entitled to compensa- 

tion for damage. 

In equity. Action for alleged unfair competition, defendant 
filing cross bill for injunction. From a portion of the decree deny- 
ing an accounting, plaintiff appeals, and from the portion thereof 
granting an injunction defendants appeal. Decree vacated and 
set aside in part and otherwise affirmed. For the decision below, 
see 23 T.-M. Rep. 54. 


H. A. Toulmin, Jr., (H. A. Toulmin, on the brief), of Dayton, 
Ohio, for Nisley Shoe Co. 

Francis J. Wright and Earl F. Morris, (Arnold, Wright, Purpus 
§ Harlor, on the brief), of Columbus, Ohio, for Nisley Co. 
and G. Edwin Smith Shoe Co. 


Before Moorman, Hicks, and Auuen, Circuit Judges. 


Moorman, C. J.: Since 1905 Charles Nisley has owned and 
operated a retail shoe store in Springfield, Ohio, under the corporate 
names of Nisley Arcade Shoe Company and Nisley Shoe Company. 
Throughout this time he has used the trade-mark “Nisley” on his 
shoes and containers. For many years he purchased his shoes from 
the G. Edwin Smith Shoe Company. In 1924 the Smith Company 
decided to establish retail stores as an outlet for its product, and to 
that end obtained the services of Nisley. Not wishing to jeopardize 
its business of selling to other retailers, it organized a new corpora- 
tion, which, with Nisley’s consent, it named the Nisley Company. 
Nisley was made president of the new company and proceeded to 
open retail stores throughout the country, with the result that by 
1927 some thirty of such stores had been established. These stores 
were known as Nisley stores, and the shoes sold by them were 
marked “Nisley.”” Charles Nisley continued to operate his Spring- 
field store and to sell shoes likewise marked. The Nisley Company 
paid him $15,000 a year for his services up to the fall of 1925, 
and thenceforth, until he severed his connection with it in March, 
1927, paid him $12,000 a year. Two years later he informed the 
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In view of these proofs and of others that might be cited, we 
are of opinion that the trade-name Amiesite was not used before 
Dr. Amies’ invention, that it came into use and has been for years 
used as the designation of the Amies invention, and that on the 
expiration of such patent, the monopoly of product and name, un- 
der the Supreme Court’s ruling in 163 U. S. 169, and this court’s 
in 203 Fed. 707 ended, and the court below rightly dismissed plain- 
tiff’s bill. With such dismissal, the appeal from the preliminary 
injunction becomes moot. Accordingly, the plaintiff's appeals are 
dismissed. 


Nistey SHoe Co. v. Nistey Co., eT AL. 


Nistey Co., et at. v. Nistey SHoE Co. 
(72 F. [2d] 118) 


United States Circuit Court of Appeals, Sixth Circuit 


June 29, 1934 


Trapve-Marks—Trape-Names—Unrarr Competirion—“NIstEY” ON SHOES 
—Use or Same SurRNAME BY CoMPETING CoRPORATION. 

Plaintiff, Nisley Shoe Co., of which Charles Nisley was president, 
owned and operated a retail shoe store in Springfield, Ohio, since 1905, 
and used the trade-mark “Nisley” on its shoes and containers, the shoes 
having been purchased from the G. Edwin Smith Shoe Company. In 
1924, the latter company engaged Nisley to establish retail stores 
throughout the state, except in Springfield territory, such stores and 
the shoes sold therein being marked “Nisley.” In 1929, plaintiff brought 
action against defendants, alleging unfair competition on their part in 
the use of the word “Nisley” and an injunction, was granted. Held 
that the decree should be vacated, so far as it granted an injunction, 
against the use of the name “Nisley,” but in other respects affirmed. 

Trape-Marxs—“NisteY”—TerriroriaL Richt to Mark. 

Plaintiff, which had never registered the name “Nisley” as a trade- 
mark, could not claim the right to exclude others from the use of 
such name in territory to which it had not expanded and did not 
reasonably expect to expand its trade. 

Trape-Marxs—Ricut or Fmsr User—Bona Fine Use sy Later User— 
EFFEct. 

Protection in the use of a trade-mark in a district other than the 
district in which it was first used by another sometimes depends upon 
the later user’s lack of knowledge of the earlier use. 

Trape-Marxs—Unrai CoMPetTirIon—ACQUIESCENCE. 

Where plaintiff Nisley not only received salary from defendants in 

extending their trade in “Nisley” shoes, but consented to the use of 
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such name and assisted the defendants in building up a business there- 

under, he could not claim that his company was entitled to compensa- 

tion for damage. 

In equity. Action for alleged unfair competition, defendant 
filing cross bill for injunction. From a portion of the decree deny- 
ing an accounting, plaintiff appeals, and from the portion thereof 
granting an injunction defendants appeal. Decree vacated and 
set aside in part and otherwise affirmed. For the decision below, 
see 23 T.-M. Rep. 54. 


H. A. Toulmin, Jr., (H. A. Toulmin, on the brief), of Dayton, 
Ohio, for Nisley Shoe Co. 

Francis J. Wright and Earl F. Morris, (Arnold, Wright, Purpus 
§& Harlor, on the brief), of Columbus, Ohio, for Nisley Co. 
and G. Edwin Smith Shoe Co. 


Before Moorman, Hicks, and Aen, Circuit Judges. 


Moorman, C. J.: Since 1905 Charles Nisley has owned and 
operated a retail shoe store in Springfield, Ohio, under the corporate 
names of Nisley Arcade Shoe Company and Nisley Shoe Company. 
Throughout this time he has used the trade-mark “Nisley” on his 
shoes and containers. For many years he purchased his shoes from 
the G. Edwin Smith Shoe Company. In 1924 the Smith Company 
decided to establish retail stores as an outlet for its product, and to 
that end obtained the services of Nisley. Not wishing to jeopardize 
its business of selling to other retailers, it organized a new corpora- 
tion, which, with Nisley’s consent, it named the Nisley Company. 
Nisley was made president of the new company and proceeded to 
open retail stores throughout the country, with the result that by 
1927 some thirty of such stores had been established. These stores 
were known as Nisley stores, and the shoes sold by them were 
marked “Nisley.’’ Charles Nisley continued to operate his Spring- 
field store and to sell shoes likewise marked. The Nisley Company 
paid him $15,000 a year for his services up to the fall of 1925, 
and thenceforth, until he severed his connection with it in March, 


1927, paid him $12,000 a year. Two years later he informed the 
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company that it was infringing the trade-mark of the Nisley Shoe 
Company. On May 38, 1929, the Nisley Shoe Company filed this 
suit against the Nisley Company and the G. Edwin Smith Shoe 
Company, alleging that they had been guilty of unfair competition 
in using the name “Nisley” on their shoes and stores, and asking 
that they be enjoined from further using it and be compelled to ac- 
count for profits derived from its use from 1924. By answer the 
defendants denied that they had used the name unlawfully, and the 
Nisley Company filed a cross-bill asking that the Nisley Shoe Com- 
pany be enjoined from using it except in Springfield. The District 
Court enjoined the defendants from using the name, but refused 
to order an accounting, and dismissed the cross-bill. 2 F. Supp. 
723. The plaintiff has appealed from so much of the decree as re- 
fused to order an accounting, and the defendants have appealed 
from that part granting the injunction. The dismissal of the cross- 
bill is not complained of. 

The Nisley Company has not entered the Springfield territory, 
but has established its stores in other parts of the country. The 
plaintiff has never registered the name “Nisley” as a trade-mark. 
Its right to exclude others from using the name depends upon an 
established identity with its shoes. It cannot claim the right in 
territory to which it has not expanded or may not reasonably be 
expected to expand its trade. Western Oil Refining Co. v. Jones, 
27 F. (2d) 205 (6 C. C. A.); United Drug Co. v. Theodore Rec- 
tanus Co., 248 U. S. 90, 98, 39 S. Ct. 48, 68 L. Ed. 141. It has 
done a substantial business in Springfield, but it has no salesmen 
other than those in its single store and has no branch store there 
or elsewhere. The only advertising it has done has been in local 
papers. There is some evidence to show that it has made sales to 
persons residing outside of Springfield. The exact number does 
not appear, because records of the business have not been kept. 
Nisley testified that many of these sales were made to people who 
had formerly resided in the city and placed their orders while back 
in the city on a visit, or had ordered by mail because they knew the 
store had a record of their sizes. In view of the manner in which 
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the store has been operated, we think these sales must be treated 
as casual, and not as constituting a pre-emption of territory outside 
the vicinity of Springfield. 

The plaintiff contends that even if it be found that its use of 
the name has been confined to Springfield, the injunction should 
nevertheless be sustained, because the Nisley Company’s use of it 
is not an innocent one. It is true that protection in the use of a 
trade-mark in a district other than the district in which it was first 
used by another is sometimes made to depend upon the later user’s 
lack of knowledge of the earlier use. This rule cannot be invoked 
in the present case, because the Nisley Shoe Company is owned 
by Charles Nisley, and he not only acquiesced in the defendants’ 
use of the name but actually promoted and encouraged it. Neither 
he nor his company can now claim that the defendants have no 
right to use the name outside of Springfield. Checker Cab Mfg. 
Corporation v. Green Cab Co., 35 F. (2d) 681 (6 C. C. A.). 

It is also contended that in any view the plaintiff is entitled to 
compensation for the use of the name. While the unusual character 
of the name might have some value, the evidence does not show 
that the retail business of the defendants might not have been quite 
as successful under some other name. There was no definite agree- 
ment to pay Nisley or his company for the use of the name. There 
was a conversation between him and Mr. Smith of the Smith Com- 
pany in which Nisley stated that other factories had asked him to 
buy shoes for his store from them, to which Mr. Smith replied: 
“Do not pay any attention to what they offer you; we will do for 
you twice as much. No matter what they offer you, we will do twice 
as much.” The use of the name could not, of course, be made the 
subject of contract without the sale of the business or property to 
which it attached. Dietz v. Horton Mfg. Co., 170 F. 865, 871 
(6 C. C, A.); National Distilling Co. v. Century Liquor & Cigar 
Co., 188 F. 206, 211 (6 C. C. A.); Hanover Milling Co. v. Met- 
calf, 240 U. S. 4038, 414, 36 S. Ct. 357, 60 L. Ed. 713. But even 
if it could, the statement of Smith cannot be interpreted as a 


promise to pay for the use. It could just as reasonably be inter- 
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preted as referring to the salary to be paid him. Nisley not only 
received this salary but consented to the use of the name and 
assisted the defendants in establishing and building up their retail 
business under that name. He cannot now claim that his company 
is entitled to compensation. 


The decree is vacated and set aside so far as it grants an in- 
junction against the use of the name by the defendants, outside of 
Springfield and its vicinity, but in other respects is affirmed. 


H. A. Metz Laporaroriges, INc. v. BLACKMAN, ET AL. 
(New York Law Journal, October 10, 1934) 


New York State Supreme Court 


Trapve-Mark INFrRINGEMENT—“PyramMIpON”—NAME OF PaTENTED ARTICLE 
—Sratvus at ExpPiraTION OF PATENT. 

Although it is true that the necessary name of a patented article 
becomes publici juris at the expiration of the patent, this rule does 
not apply where such name has been used as a distinctive trade-mark 
prior to the grant of patent, especially when there is a well-known 
synonym for such name. 

Trape-Mark INrRInceMENT—“Pyramipon”—Sate BY ALIEN Property 
Cusrop1an—ErFrEct. 

The seizure by the Alien Property Custodian of trade-marks and 
trade-mark registrations under the Trading with the Enemy Act, 
without the seizure of the business, and their subsequent transfer to 
the Chemical Foundation, Inc., gave the latter nothing more than a 
potential or inchoate right therein. 

Trape-Mark INFrRINGEMENT—“PyRAMIDON” FOR ADMIDOPYRINE—NON- 
Descriptive TERM. 

The name “Pyramidon,” held non-descriptive and a valid trade-mark, 
as applied to the drug amidopyrine, notwithstanding its listing in the 
dictionary as the name thereof. 

Unram Competirion—Imiratinc LaBets AND CONTAINERS. 

After plaintiff had adopted and used in the sale of its specialty a 
pink label and a package of a particular size and shape, the use by 
defendants of the same pink color and the identical size and shape of 
plaintiff's container, held unfair competition. 

Unram Competrrion—Svirs—Lacues. 

Before the doctrine of laches will be applied, there must exist more 
than the mere lapse of time; there must appear elements of estoppel, 
whereby defendants are hurt through the delay to sue. Even if plain- 
tiff had had knowledge prior to 1931 of the defendant’s deceptive use 
of the pink label, plaintiff was not obligated to bring suit until it had 
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obtained evidence that defendant’s conduct was in fact injuring its 
business. 
Unram Competirion—Svits—VIo.aTion or INsUNCTION—ACCOUNTING. 
Where one of defendants had been enjoined from using a pink label 
similar to plaintiff's, the continuance of same in privity with the other 
defendant entitled plaintiff to an accounting. 
In equity. Action for trade-mark infringement and unfair com- 


petition. Decree for plaintiff. 


Boehm & Zeiger, Edward S. Rogers, James F. Hoge, (Louis 
Boehm, of counsel), all of New York City, for plaintiff. 
Morris Kirschstein, (Nathan Burkan, of counsel), both of New 

York City, for defendants. 


CotitLo, J.: This is an action for an injunction to restrain a 
trade-mark infringement and unfair competition, and also for an 
accounting. The following allegations are contained in the com- 
plaint: 

Plaintiff and its predecessors for the past thirty-six years have 
been selling a certain drug known in the pharmacopeia as admido- 
pyrine, and used for the treatment and alleviation of headache, 
neuralgia, colds, influenza, rheumatism and other ailments, under 
the trade-mark “Pyramidon.” Said trade-mark was duly registered 
in the United States Patent Office under registration number 32,214 
in the year 1898 and in the year 1907 under the number 65,177, 
and under the number 228,308 in the year 1927. The trade-mark 
was and is applied to the product of the plaintiff and its predeces- 
sors by being printed upon labels pink in color and attached to the 
tubes, bottles and boxes in which the product is sold, and also upon 
cartons and packages in which the bottles and tubes are contained, 
and this trade-mark is also used in advertising literature and cir- 
culars. This pink label has been used in order to identify the plain- 
tiff’s product and that the drug trade, physicians, dentists and the 
public have come to know and identify plaintiff’s brand of amido- 
pyrine by this label. By reason of the superior brand of amido- 
pyrine sold by the plaintiff and its predecessors under their trade- 


mark of ‘““Pyramidon’”’ used in the tubes and boxes bearing the pink 
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label, and by reason of the expenditure of large sums of money for 
advertising, the drug trade and medical and dental professions, in 
addition to the general public, have come to highly regard such 
product, and the sale of plaintiff’s product has grown to very sub- 
stantial proportions. 

The plaintiff charges that the defendants, knowing full well the 
plaintiff's exclusive right to the trade-mark “Pyramidon” and to 
the pink label used by the plaintiff in connection with the sale of 
its brand of amidopyrine and of the national sale of ‘““Pyramidon”’ 
built up by the plaintiff by the use of the pink label and by the 
extensive advertising, and also knowing that the trade-mark and 
the pink label serve to identify the product of the plaintiff, and 
desiring to obtain for themselves the benefits and advantages of the 
plaintiff’s trade-mark and pink label and the advertising conducted 
by the plaintiff, and in violation of the plaintiff’s exclusive right to 
the trade-mark and pink label, commenced to sell and are now 
selling amidopyrine which is not the product of the plaintiff, and 
are doing so in boxes and tubes with the pink label and under the 
name “Pyramidon.” Defendants have placed their product in 
tubes of the same size and shape as the tubes used by the plaintiff 
for its “Pyramidon” and enclosed said tubes in cartons likewise 
similar to those of the plaintiff, and in a deliberate and designed 
imitation of plaintiff's get-up and color scheme have made their 
cartons and labels designed in pink. This was done to deceive the 
public into buying defendants’ amidopyrine under the impression 
that it was the product of the plaintiff. 

The defendants admit that the term “Pyramidon” was regis- 
tered, but claim that the word “Pyramidon’”’ is the name of a certain 
drug or compound which was patented in the United States under 
U. S. letters patent No. 579,412, and said name “Pyramidon” was 
applied to the said compound by plaintiff's alleged predecessors 
during the life of said patent and is the name by which said com- 
pound has been designed, known and applied to the public ever 
since its introduction, and has in fact become the generic name of 
the compound. That on or about the twenty-third day of March, 
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1914, the said United States letters patent No. 579,412 expired 
and the said compound, as well as the generic name “Pyramidon”’ 
applied thereto, became public property and thereafter anyone had 
a right to manufacture and sell said compound and to apply thereto 
the said generic name “Pyramidon,” and subsequent to the expira- 
tion of said letters patent the said compound was and has been 
extensively manufactured and sold by numerous manufacturers 
other than the plaintiff and plaintiff's predecessors in the United 
States, and that such other manufacturers manufactured and sold 
the compound under the name of “Pyramidon,” and that the term 
“Pyramidon” is not a valid trade-mark and that the plaintiff has 
no exclusive rights therein. It is further claimed by the defendants 
that the alleged registration of the name ““Pyramidon” by the plain- 
tiff is null and void and of no effect, since it does not come within 
the scope of the provisions of the Trade-Mark Act of 1904, in that 
the name “Pyramidon” at the time of the alleged registration and 
ever since March, 1914, was and now is public property, being 
the name or designation of a pharmaceutical product in common 
public use since March 23, 1914, the patent on which product has 
thus expired and which name “Pyramidon” at the time of such 
registration was a generic or descriptive designation or name of a 
product in which name no exclusive rights existed since that date. 
It is also claimed that the alleged registration was obtained by 
false statements by the plaintiff that it had the exclusive right to 
the name. 


As a further defense the defendants claim that Farbwerke, 


Vormals, Meister Lucius & Bruning, a joint stock company or- 


ganized under the laws of Germany, in or about the year 1896 
manufactured for sale in the Uunited States a certain medicine or 
remedy against fever, rheumatism and neuralgia under the name 
“Pyramidon,” and originated the said trade-mark and first adopted 
and used the same in the United States. On December 6, 1898, the 
German company registered the name “Pyramidon” in the United 
States Patent Office under the number 82,214, and thereafter on 
September 10, 1907, under the number 65,177 registered it again. 
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On October 6, 1917, the Act of Congress, known as “Trading with 
the Enemy Act” (chap. 106, 40 Stat., 411) was approved and be- 
came a law. This act was amended by the Act of March 28, 1918 
(chap. 28, 40 Stat., 460), and Act of November 4, 1918 (chap. 201, 
40 Stat., 1020). Pursuant to such acts the office of alien property 
custodian was created and said alien property custodian was author- 
ized to demand and seize the property of alien enemies and to hold, 
administer and dispose of the same. Said acts of Congress author- 
ized and required the seizure by said alien property custodian of 
said registrations numbered 32,214 and 65,177 and all rights there- 
under and of the good-will of the business connected therewith, 
including any property right to the word “Pyramidon” belonging 
to the Farbwerke Company as alien enemies. Under the above 
acts the alien property custodian was authorized to sell at public 
auction all seized alien enemy property. At the time of the enact- 
ment of these acts the plaintiff acted as agent for the Farbwerke 
Company. The alien property custodian demanded and seized the 
registrations Nos. 32,214 and 65,177, and the business connected 
therewith, and all rights under said trade-marks and the good-will 
of such business, and gave notice of such seizure to the plaintiff 
and also to the commissioner of patents, which notice of seizure 
was executed April 4, 1919, and was recorded in the United States 
Patent Office on April 8, 1919 in liber 106, page 390, assignment 
of patents and trade-marks. In the month of February, 1919, a 
corporation known as the Chemical Foundation, Inc., was duly or- 
ganized and its charter provided that it should hold any property, 
including letters patent and trade-mark rights or registrations 
granted in and by the United States, transferred to it by the alien 
property custodian, pursuant to the acts of Congress and executive 
orders of the President of the United States in a fiduciary capacity, 
for the benefit of American industries and the advancement of 
chemical and allied sciences and industries in the United States 
and was obligated to grant non-exclusive licenses upon reasonable 
and equal terms and without advantage to citizens and corporations 
of the United States. Under the authority granted to him the alien 
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property custodian thereafter sold and transferred to the Chemical 
Foundation the registrations numbered 82,214 and 65,177, and all 
rights thereunder, including the good-will of the business connected 
therewith, in trust for people of the United States and the benefit 
of American industries and the advancement of chemical and allied 
sciences and industry of the United States. The instrument 
whereby the transfer was effected was duly recorded in the United 
States Patent Office on April 21, 1919, in liber X 107, page 1. 
That the Foundation ever since has been and now is the record 
owner of said trade-marks and the good-will appurtenant. The 
Trading with the Enemy Act provided that any person or corpora- 
tion not an enemy or ally of any enemy claiming any interest, 
right or title in and to any trade-marks and the business and good- 
will of any registrant appurtenant thereto, seized and held by the 
alien property custodian, might file a notice of claim therefor with 
said alien property custodian and institute a suit in equity to en- 
force said claim; but no claim was filed by either the plaintiff or its 
predecessors. From these allegations defendants draw the infer- 
ence that Chemical Foundation is the real owner of the trade-mark, 
and whatever exclusive rights plaintiff possessed it lost. 

It is alleged as a further defense that in the early part of 1929 
the defendant Blackman & Blackman, Inc., had been manufactur- 
ing and selling ““Pyramidon” and used the name therewith on a 
pink label and the plaintiff, claiming an exclusive right to the word 
‘“Pyramidon,’ made demand that Blackman & Blackman, Inc., 
cease using the name. Thereupon negotiations ensued and a settle- 


ment of the controversy was consummated. This agreement pro- 


vided for the plaintiff's exclusive use of the name “Pyramidon,”’ 
the defendant Blackman & Blackman, Inc., to remain undisturbed 
in its use of the pink label. That defendant Blackman & Blackman, 
Inc., has since used this label with the full knowledge and written 
consent of the plaintiff, by reason of which plaintiff is estopped 


from preventing such further use. 


Plaintiff has presented a strong prima facie case, and unless 
defendants can support their affirmative defenses there must be a 
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decree in favor of plaintiff. These defenses, while they do not 
challenge plaintiff’s right to the use of the name “Pyramidon,” 
assert an equal right in defendants, on the alleged ground that the 
name is not the exclusive property of the plaintiff and that it is 
incapable of being the subject of a trade-mark because of its gen- 
eric nature. Consequently, it is argued, it cannot be made the sub- 
ject of exclusive appropriation. A special defense deals with the 
subject of the claim of unfair competition by reason of the imitation 
of plaintiff’s label, that defense being based upon an alleged agree- 
ment, either express or implied, by which defendants were per- 
mitted to use it. I shall now proceed to weigh the merits of these 
defenses. 

The defendants strenuously argue that “Pyramidon” is a gen- 
eric name which was associated with the patented product, and 
when the patent expired the monopoly upon the name ceased. Two 
distinct arguments are really contained in this contention. The 
first is that “Pyramidon” is a generic name, so understood by the 
public, for a chemical product manufactured by plaintiffs, and 
since they have no monopoly in the manufacture of such a com- 
bination the name itself can be employed by any one who manu- 
factures the same chemical product. In order to sustain this con- 
tention resort is had to the dictionary, defendant pointing to a defi- 
nition of the term in the 1927 edition of the Standard Dictionary, 
where it is referred to as: 

“A crystalline compound . . . obtained by treating amido- 
antipyrin with methylioded, methyl alcohol, and caustic potash; 
dimethylamido antipyrin; amidopyrin.” 

The last word in this definition is the synonym, and the evidence 
shows that this is really the generic term for the compound manu- 
factured by the plaintiff. But the presence of the word in the dic- 
tionary is not at all a conclusive index of its generic nature. Trade- 
names for popular products, as used by one manufacturer, may be- 
come so widely known as sometimes to be used as a synonym for 
the generic name itself. Striking examples of this are such names 
as “Kodak” and “Vaseline.” Both these are defined in the dic- 
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tionary and yet they are trade-marks, the use of which by any one 
outside the firms which have originated them would constitute an 
infringement. The fact that a large part of the public may asso- 
ciate a trade-name with the generic name for a product is a tribute 
to the skill with which the firm has popularized the name. To put 
a penalty upon such skill and to say that the generalization of the 
trade-name by the public as a result of the originator’s publicity 
must deprive him of his monopoly in the name would, in the absence 
of special circumstances, be the height of injustice. 

The second phase of that argument is based upon the general 
principle that when a patented article has been given a distinctive 
name for which there is no equivalent the expiration of the patent 
destroys the monopoly in the name itself. It may be true, for 
example, that after the patent for the telephone expired the name 
“telephone” as a generic name for the invention became public 
property. But if that name had been used as a distinctive trade- 
mark of the concern using the patent the situation might have been 
different, and the right to the use of the name would have survived 
the expiration of the patent, especially where an adequate synonym 
existed for it. A more striking illustration perhaps is the word 
“kerosene.” Originally used as an arbitrary trade-name in con- 
nection with an illuminating oil from petroleum (Bennett v. North 
British Ins. Co., 81 N. Y., 278, 275), it has ceased to be used as 
a proprietary trade-mark and has become common property. It 
is now treated as a generic term. 

There is no evidence here that the word “Pyramidon” is the 
generic name for the product; on the contrary, “Amidopyrin” is 
such generic name. The very fact that most manufacturers, with 
the exception of a few infringers, use that name and not “Pyra- 
midon,” is itself evidence of the special significance of the name 
“Pyramidon” as peculiarly associated with plaintiff's product. 
Strangely enough, defendants themselves have recognized that 
‘““Amidopyrin” was the generic name for the product, but they have 
put in parenthesis the expression “Pyramidon Equivalent.” In this 


way they have been guilty of this curious contradiction. The expres- 
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sion “Pyramidon Equivalent” would logically indicate that “Pyra- 
midon” is the generic name and “Amidopyrin” is the special variety 
sold by the defendants. The facts, however, are quite the reverse. 
Why then should defendants use the phrase ‘““Pyramidon Equiva- 
lent,” except as a source of confusion and as an excuse for substi- 
tution of its product for the original pyramidon when that is de- 
manded by a customer (Winthrop Chemical Co. v. Jacob Blackman, 
et al., 150 Misc., 229). 

The second line of defense deals with a dispute of plaintiff's ex- 
clusive ownership of the trade-mark. The latter, as already pointed 
out in the summary of the defenses, is said to be owned by Chemical 
Foundation. Plaintiff's registration of 1927 is said to be of no 
effect in view of Chemical Foundation’s prior ownership. It is 
significant that at the time of the 1927 application Chemical 
Foundation appeared in opposition, subsequently, however, aban- 
doning its opposition so that the trade-mark registration was 
granted the plaintiff. With virtual disclaimer of title by the 
Chemical Foundation it is difficult to explain defendants’ stand that 
title is in the Foundation, whether the latter recognizes that fact or 
not. Surely that corporation was competent to abandon any trade- 
mark which it possessed, in the same manner as any other corpora- 
tion. 

But, as a matter of fact, neither the alien property custodian 
nor the Chemical Foundation acquired more than a potential or 
inchoate right, in the absence of seizure of the business, of the 
good-will of which the trade-mark was the symbol. The alien 
property custodian acquired no property right in the trade-mark 
“Pyramidon” per se, and having no right, he could assign none to 
the Chemical Foundation. It is unnecessary to dilate upon the 
well-known distinction between a patent right which remains alive, 
regardless of its use, and a trade-mark which dies for want of a 
business in which to root it. As Hopkins (T'rade-Marks, fourth 
edition, p. 277), sums it up: 

“There can, finally, be no right in or to a trade-mark apart 


from its use. “The mere sale of a trade-mark apart from the busi- 
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ness in which it has been used confers no right of ownership, be- 
cause no one can claim the right to sell his goods as goods manu- 
factured by another. To permit this to be done would be a fraud 
upon the public (Witthaus v. Braun, 44 Md., 303).’ To quote from 
a New York court (Weston v. Ketcham, 51 How. Pr., 455): ‘There 
is no such thing as a trade-mark “in gross,” to use that term by 
analogy. It must be “appendant” of some particular business in 
which it is actually used upon, or in regard to specified articles.’ ”’ 
And section 10 of the United States Trade-Mark Act provides for 
an assignment of a registered trade-mark in connection with the 
good-will of the business in which the mark is used. This section 
has been interpreted to make an assignment of a trade-mark with- 
out the transfer of the business as of no effect (Eiseman v. 
Schiffer, 157 Fed., 473). 

No one but the plaintiff, therefore, has had the exclusive right 
to the use of the trade-mark “Pyramidon’”’ since the acquisition by 
plaintiff of the business. This right has existed independent of any 
registration in the United States Patent Office. Even if no appli- 
cation for registration had been made, defendants’ use of the name 
would have constituted an infringement upon plaintiff's common- 
law rights, or, in the very least, it would have constituted unfair 
competition. The defense, based upon lack of title in the plaintiff 
is without merit and must be overruled. 

Finally, we must consider the defense to the charge that defend- 
ants are imitating plaintiff's pink label. The fundamental conten- 
tion is that plaintiff cannot legally claim a monopoly in a plain 
color of package, even though defendants would concede, arguendo, 
that plaintiff might obtain a proprietary right in a color combina- 
tion. The argument is based upon false premises. Where the use 
of a certain color scheme has been restrained, the reason was not 
because the complaining party had a monopoly in such scheme, but 


because the combination was liable to deceive the ultimate consumer 


by making him believe that what he was buying was the product of 


another. The adoption of a color in connection with a package or 


tube, the size and shape of which are substantially identical with 
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that of plaintiff's constitutes a deception here. Conceivably a dif- 
ferent size and shaped package with the same pink label might 
not have that effect. As said in Chesebrough Mfg. Co. v. Old Gold 
Chemical Co. (70 Fed. 2d, 388), a case cited by both parties, it is 
not enough that the defendant placed on its article distinguishing 
marks by which it could be identified by a careful and discriminat- 
ing purchaser. It is the casual or ordinary purchaser who must 
be protected, and as to him the test is general appearance. In 
Florence Mfg. Co. v. Dowd §& Co. (178 Fed. 78) [1 T.-M. Rep. 
289] the court said: 

The law has a threefold object: First, to protect the honest trader in 
the business which fairly belongs to him; second, to punish the dishonest 
trader, who is taking his competitor’s business away by unfair means, and, 
third, to protect the public from deception . .. It is so easy for the honest 
business man, who wishes to sell his goods upon their merits, to select 
from the entire material universe which is before him symbols, marks and 
coverings which by no possibility can cause confusion between his goods 
and those of competitors, that the courts look with suspicion upon one who, 
in dressing his goods for the market, approaches so near to his successful 
rival that the public may fail to distinguish between them. The law is 
not made for the protection of experts, but for the public—that vast mul- 
titude which includes the ignorant, the unthinking and the credulous, who 


in making purchases do not stop to analyze but are governed by appear- 
ances and general impressions. 


The situation in the present case is somewhat similar to that in 
Florence Mfg. Co. v. Dowd & Co. (supra). 

“There are facts in the record upon which a plausible argument 
can be founded that the defendant deliberately intended to simulate 
the complainant’s marks, boxes and labels for the purpose of secur- 
ing a portion of its trade in brushes.” 

The evidence before me clearly indicates that plaintiff’s labels 
were pasted and used by defendants on their product, and that the 
use by defendants of the pink label is not accidental but deliberately 
chosen to facilitate substitution of their product in place of plain- 
tiff’s without arousing the suspicion of the ultimate consumer. Else 
it is difficult to explain why of more than 300 products manufac- 
tured or put out by defendants the article, which is the subject of 
this litigation, is the only one sold with a pink label. 
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Having come to the conclusion that the pink label on the par- 
ticular size and form of package constitutes unfair competition, we 
must now examine the affirmative defenses of laches and acqui- 
escence. This defense is founded upon the fact that in 1929, when 
plaintiff's representative made an arrangement with some of the 
defendants not to use the name “Pyramidon,” nothing was said 
about the pink label. No inference of an estoppel can be drawn 
from these facts. If there was laches on the part of plaintiff in 
not taking steps to stop the infringement before 1932, that fact 
does not disentitle plaintiff to an injunction. The failure to assert 
its rights would only bear on the question of an accounting 
(McLean v. Fleming, 96 U. S., 245; Menendez v. Holt, 128 U. S., 
514). Nothing short of an element of estoppel, which would ren- 
der it inequitable to deprive defendants of their right to use the 
pink label, would bar plaintiff from an injunction, and no such ele- 
ment exists here. The defendants have not substantiated their 
claim that the plaintiff agreed to permit the use of the pink label. 
Even if such an agreement existed, to be binding it must be based 
upon consideration. The mere promise of the defendants to re- 
frain from doing something that they could not legally do is no 
consideration. The most that can be said in accordance with the 
foregoing authorities is that plaintiff granted defendants a revoca- 
ble license which it had the privilege to withdraw at any time. 
However, the record, in the opinion of the court, clearly exonerates 
the plaintiff of any charge of laches. 

Plaintiff obviously cannot be charged with laches if it had no 
knowledge of the defendants’ deceptive use of the pink label prior 
to the latter part of 1931. 


“Knowledge of infringement must be shown in order to estab- 


lish laches or acquiescence; long infringement, if unknown to plain- 


tiff, is no defense to an injunction, or recovery of damages and 
profits” (63 Corpus Juris, p. 528). 

Plaintiff was not obligated to search out and discover defend- 
ants’ unfair competition. As was said in Layton Pure Food Co. v. 
Church & Dwight Co. (182 Fed., 24): 
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“The legal presumption was that other manufacturers and deal- 
ers would respect that right. Upon that presumption the complain- 
ant had the right to rely, and its failure to search out and discover 
infringements constituted no lack of reasonable diligence.” 

Even if plaintiff had had knowledge prior to 1931 of the de- 
fendants’ deceptive use of the pink label plaintiff was not obligated 
to institute suit until it had obtained evidence that the defendants’ 
conduct was in fact injuring its business. As was said in Lammes 
v. Ward Bros. Co., Inc. (184 Misc., 288; aff'd 227 App. Div., 840), 
where the defendant was enjoined from using plaintiff's trade- 
mark “certified” as a name for bread: 


The facts are that the term “certified” as applied to bread was first 
employed by plaintiff’s intestate; that defendant was notified of his claim 
to the exclusive use of the term in 1923, and knew of its use before that 
time, and that, in disregard of the claim of the plaintiff and her intestate, 
it has continued to use the term. It took the chance of its continued use 
and, under these circumstances, the legal rights of the parties should be 
determined without regard to what the defendant did in the way of ex- 
penditures after it knew of the claim of the plaintiff’s intestate. It was 
not unreasonable for the plaintiff’s intestate to delay suit until after he 
had determined whether or not the use of the term by defendant would 
affect his business. The evidence shows that his sales diminished from 
the time that the term was employed by the defendant until plaintiff’s 
intestate was obligated to discontinue the sale of bread at wholesale to 
dealers, and to confine the sale of it to the retail trade. This did not 
occur until 1926 and suit was brought the same year, so that there was 
no laches. 


Before the doctrine of laches will be applied, there must exist 
more than the mere lapse of time. There must appear elements of 
estoppel, whereby defendants are hurt through the delay to sue 
(Standard Oil Co. v. Michie, 34 Fed. [2d], 802, 804) [19 T.-M. 
Rep. 361]. Defendants have made no such showing. Certainly 
they cannot claim prejudice by reason of any delay. When they 
started using the pink label in 1928 as testified to by Theodore 
Blackman, they already knew that plaintiff was entitled to the ex- 
clusive right to use the pink label and that Jacob Blackman had 
already been enjoined from using a pink label (S. M. 13898). Act- 
ing in privity with him they knew that they were violating this 
injunction by continuing to sell amidopyrine with a pink label. 


In view of their deliberate disregard of this injunction, any loss 
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which they may sustain is the consequence of their own misconduct 
(Lammes v. Ward Bros. Co., Inc., supra). Therefore, the plaintiff 
is entitled to an accounting from the time of the entrance of the 
Federal Court decree. 

The defenses not having been sustained, interlocutory judgment 
for an injunction and an accounting must be rendered in favor of 
plaintiff. Findings passed upon. Submit decision embodying the 
findings approved without duplication; also submit judgment on 
notice. 


McGuawn, ET AL. v. McGHaAN, ET AL. 
Supreme Court of Florida 
June 14, 1934 


Unrairm Competirion—‘McGuan AMBULANCE Service”—Use or SIMILAR 
Trape-NaME. 

Where, after plaintiffs had begun the use of the name “McGhan 
Ambulance, Inc.” in connection with their undertaking service, the use 
by defendants of the name “McGhan A. A. Ambulance Service,” held 
to be confusingly similar and the decision dismissing the complaint 
was reversed with instructions to modify it by enjoining the use of the 
words “McGhan” and “Ambulance Service,” in conjunction with each 
other, notwithstanding the fact that defendants had adopted such name 
in the effort to conserve the good-will established by Frank P. McGhan, 
their predecessor. 

Trape-MAarks—INFRINGEMENT—DEFINITION—WHEN PRESENT. 

An infringement of a trade-name is such a colorable imitation 
thereof that the general public, in the exercise of reasonable care, might 
think it to be the name of the one first appropriating it. Where such 
similarity occurs and tends to divert trade from a competitor, it is 
considered a fraud and is subject to injunction, although the prior 
user may not have an exclusive right to the use of the name. 


In equity. Action for unfair competition. From a decision 
of the circuit court in favor of plaintiffs, defendants appeal. Re- 
versed and remanded, with directions. 


Ruff § Ready, of Miami, Fla., for appellants. 
Brown § Wood, of Miami, Fla., for appellees. 


Davis, C. J.: In this case an injunction was granted enjoining 
and restraining the appellants, Mrs. Frank P. McGhan, John P. 
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Burke, and King Funeral Home, Inc., from using the name 
“McGhan A. A. Ambulance Service,” or any name similar to the 
name “McGhan Ambulance, Inc.,’ and enjoining the Southern 
Bell Telephone & Telegraph Company from listing said name or 
any name similar thereto in the telephone directory of said company 
except the name of plaintiff, McGhan Ambulance, Inc. The ag- 
grieved parties have appealed from the final decree which was 
entered upon bill, answer, a stipulation of facts, and affidavits 
pursuant to a submission by the parties for final hearing thereon. 
It appears from the record that the gravamen of the equity 
asserted by the bill lies in the position taken by the complainants 
below to the effect that the defendants, who had incorporated and 
were doing business under the name and style of King Funeral 
Home, Inc., had no legal right to thereafter adopt and use as the 
designation for their ambulance service the descriptive term, 
“McGhan A. A. Ambulance Service,’ because to do so would 
operate to secure for such title in the telephone directory a rela- 
tively prior position to that theretofore occupied by the title 
“McGhan Ambulance, Inc.,”’ which latter phrase is inferior in 


alphabetical rank to the title “McGhan A. A. Ambulance Service,” 


in the telephone directory as it is habitually made up by the tele- 
phone company. 


The bill of complaint sets up that an ambulance service is 
usually afforded by undertaking establishments and is a method 
used by undertakers for advertising their business and for obtain- 
ing business, and that it is a well-recognized and acknowledged 
practice among those engaged in the undertaking business to operate 
an ambulance service in connection therewith. 

It is then alleged that ““McGhan A. A. Ambulance Service’’ is 
merely a name applied to the ambulance service conducted by the 
King Funeral Home, Inc., and that it had been adopted and used 
by the defendants below after complainant had begun operation and 
after it had established a name and reputation for a similar service 
carried on under the name “McGhan Ambulance, Inc.”; that such 
adoption and use by the defendants was designedly being per- 
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petrated for the fraudulent purpose of deceiving the public, and 
obtaining the business of the complainants intended for McGhan 
Ambulance, Inc. The answer denies this, and avers that the desig- 
nation “McGhan A. A. Ambulance Service” was the outgrowth of 
the volume of business and good-will attendant thereon that had 
been established by Frank P. McGhan in his life-time and which 
his widow, Mrs. Frank P. McGhan, one of the defendants, had 
inherited as part of the business and good-will of her husband. The 
answer further averred that defendants had authorized the tele- 
phone company to insert in the directory after the title ““McGhan 
A. A. Ambulance Service” the words “Not Joseph P. McGhan,”’ 
in order to avoid confusion as a result of the similarity of names. 

The evidence in the form of stipulations of fact and affidavits is 
conclusive only on the proposition that confusion has resulted and 
will likely continue to result from the use of the trade-name 
““McGhan A. A. Ambulance Service” as a means of identification of 
the separate ambulance service carried on in that name by King 
Funeral Home, Inc. 

An infringement on a trade-name is such a colorable imitation 
thereof that the general public, in the exercise of reasonable care, 
might think that it is the name of the one first appropriating it. 
Where such a similarity occurs and it tends to divert trade from a 
business rival, it is considered a fraud, and is subject to being 
enjoined, although the prior user may not have an exclusive right 
to the use of the name. To entitle a person to relief a proprietary 
interest in the name is not held to be essential; it being sufficient 
to show that complainant has an interest in the good-will of the 
business threatened by the alleged unfair competition. It is the 
injury to a competitor caused by deceptive and fraudulent conduct 
that is the ground upon which courts of equity act in affording 
relief, and the right to relief is predicated upon the accepted prin- 
ciples of common business integrity. Only when the latter princi- 
ple is violated will equitable relief be granted. Eastern Outfitting 
Co. v. Manheim, 59 Wash. 428, 110 P. 23, 35 L. R. A. (N. S.) 


251. But, where only confusion created results from mere similar- 
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ity of persons’ names when used in business, the courts will not 
interfere. Gottdiener v. Joe’s Restaurant (Fla.) 149 So. 646 [23 
T.-M. Rep. 481]. 

In the present case the evidence and pleadings show that, while 
the name “McGhan A. A. Ambulance Service” is simply a trade- 
name adopted by King Funeral Home, Inc., which is the real opera- 
tor of such service, yet it is nevertheless the outgrowth of an effort 
to preserve the benefits of the good-will of an established business 
which was long ago conducted by Frank P. McGhan, the deceased 
husband of the defendant Mrs. Frank P. McGhan, who is now the 
beneficial owner of King Funeral Home, Inc. Complainants below 
are therefore without justification to seek a decree entirely for- 
bidding the use of the word “McGhan” and “Ambulance Service”’ 
in conjunction with each other, but may be entitled to relief to the 
extent of enjoining their use in such manner as to bring about un- 
necessary or designed confusion in the use of such names for the 
purpose of luring away a part of complainant’s business. 

The injunction below should be vacated with leave to reinstate 
it in such form as will comply with what was held by this court in 
the Gottdiener case, supra, 149 So. 646, if the chancellor shall, on 
reconsideration of the facts and circumstances, find that injunctive 
relief is essential to be awarded complainants to protect the rights 
of the complainants below against the injurious use by the defend- 
ants of the descriptive term “McGhan A. A. Ambulance Service” 
in such manner as to lead to confusion in the minds of the public 
between the businesses of the appellants and appellees. One-half of 
the costs of this appeal shall be taxed against the appellants. 

Reversed and remanded, with directions. 


Exuis and Terre, JJ., concur. 


WuitFiELp, P. J., and Brown and Burorp, JJ., concur in the 
opinion and judgment. 
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TasBLe Suppty Stores, INc. v. Home Suppry Stores, Inc. 
Supreme Court of Florida 


June 8, 1934 


Unram Competirion—Use or Srmrar Corporate Name—‘Home Svuppry 

Srores” anp “Taste Suppity Srores”—Non-Conr.ictinc NAMES. 

The use by defendant of the corporate name “Home Supply Stores, 

Inc.,” held not unfair competition as against the appellant, which used 

the name “Table Supply Stores, Inc.,” in a competing business, and the 
judgment of the lower court was affirmed. 

In equity. Action for alleged unfair competition. From a 


decision dismissing the complaint, plaintiff appeals. Affirmed. 


L. J. Cushman, of Miami, Fla., for appellant. 
Taliaferro, Morris & Carter, of Tampa, Fla., for appellee. 


Per Curiam: The appellant, the Table Supply Stores, Inc., 
filed its bill for injunction against the appellee, Home Supply 
Stores, Inc., seeking to enjoin the use by the appellee of its cor- 
porate name, “Home Supply Stores, Inc.,” on the grounds of simi- 
larity of the two names, and that the use by the appellee of the 
latter name in its advertising or otherwise amounted to unfair com- 
petition, and was violative of the property right which appellant 
had acquired in the good-will that had attached to appellant’s name, 
trade practices, and methods of doing business. 

Appellee filed its answer setting up the fact that it was operat- 
ing its business under the corporate name approved for it in a char- 
ter issued to it by the secretary of state. It specifically denied the 
alleged similarity of names or use thereof amounting to unfair com- 
petition. It asserted that the distinctive name, “Home Supply 
Stores, Inc.,” had been adopted by it to show that the company was 
home owned. It further averred that it had acquired the business 
and good-will of a former company ; that its advertising was framed 
to show that it was the successor to said company in order to 
preserve the good-will that it had acquired. Defendant also denied 
that it had ever adopted or used its corporate name to deceive the 


public, either intentionally or otherwise, into believing its stores 
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were the stores of appellant. Its contention is that, if any confu- 
sion has in fact resulted, it has been due to carelessness or inatten- 
tion on the part of the public, not to design of the defendant. 

Our investigation has satisfied us that in its last analysis the 
present appeal must turn entirely upon the sufficiency of the evi- 
dence to support the chancellor’s finding of facts in the present 
case. We have found in the record substantial evidence to justify 
a decree for the defendant on the merits of the issues raised by the 
averments of defendant’s answer. See Citizens’ Wholesale Supply 
Co. v. Downing, 107 Ohio St. 422, 140 N. E. 683. 

Decree appealed from affirmed. 


Davis, C. J., and Wuitrie_p, TerrRELL, Brown, and Burorp, 
JJ., concur. 


Boarp or INsuRANCE Com’rs v. NatioNaL Arp LIFE 
(73 S. W. 671) 


Court of Civil Appeals of Texas 
June 18, 1934 


Rehearing denied July 21, 1934 


‘TrapE-Names—UNFair COMPETITION—“NATIONAL Alp LIFE” anp “NATIONAL 
Aw Lire AssociaTion”—ConFLICcTING NAMES. 
The name “National Aid Life,” held so similar to the name “National 
Aid Life Association,” both used as corporate names of insurance com- 
panies, as to be likely to mislead the public as to the identity of the 
respective concerns. 
TrapeE-NamMEs—UNFamr CoMPETITION—UsE OF SIMILAR CORPORATE NAME. 
Where one corporation appropriates and uses the distinctive portion 
of the name of another corporation, the former will be enjoined from 
such use. 


In equity. Action for unfair competition in the use of a similar 
corporate name. Mandamus by the National Aid Life against the 
Board of Insurance Commissioners to compel the defendants to 
issue a permit to the plaintiffs to carry on a life insurance business 
in the state. From a judgment awarding the writ of mandamus, 
defendant appeals. Reversed and proceeding dismissed. 
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James V. Alfred, Atty. Gen., and Everett F. Johnson, and 
Sidney Benbow, Asst. Attys. Gen., for appellant. 

T’. H. McGregor and James A. King, both of Austin, Texas, for 
appellee. 


Buair, J.: By this proceeding appellee, National Aid Life, an 
Illinois life insurance corporation, sought a writ of mandamus to 
compel the Board of Insurance Commissioners of Texas to issue 
it a permit to carry on a life insurance business in Texas. The 
permit had been refused upon the sole ground that the name “Na- 
tional Aid Life’’ was so similar to that of “National Aid Life 
Association,” a foreign corporation already carrying on a life in- 
surance business in this state under permit of the Board, as to be 
likely to mislead the public dealing with the two corporations. 
At the hearing of the application for the permit representatives of 
both corporations were present, and after the hearing the Board 
refused the permit on the ground stated, claiming authority to do 
so under the provisions of title 78 (Rev. St. 1925) relating to in- 
surance, and particularly articles 4700 and 5068. Article 4700 


makes it the duty of the Board to pass upon the incorporation of 


domestic life insurance companies, and provides that such articles 
of incorporation shall contain “the name of the company; and the 
name selected shall not be so similar to that of any other insurance 
company as to be likely to mislead the public.” Article 5068 is 
the last article of title 78, and provides that 


the provisions of this title are conditioned (conditions) upon which foreign 
insurance corporations shall be permitted to do business within this state, 
and any such foreign corporation engaged in issuing contracts or policies 
within this state shall be held to have assented thereto as a condition 
precedent to its right to engage in such business within this state. 

At the hearing before the Board and on the trial of the case 
it was agreed that appellee had complied with all other statutory 
prerequisites necessary to obtain, as a foreign life insurance cor- 
poration, a permit to carry on such a business in Texas; and the 
trial court entered an order directing the Board to issue appellee a 


permit to carry on a life insurance business in Texas. This appeal 
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is from that order and presents two questions for determination as 
follows: 

1. Did the Board abuse its discretion in concluding that the 
names, “National Aid Life” and “National Aid Life Association,” 
were so similar as to be likely to mislead the public dealing with 
the corporations? 

2. Is the Board vested with power to pass upon such question 
where the applicant for the permit is a foreign life insurance cor- 
poration? 

We have reached the conclusion that the first question should 
be answered in the negative and the second question in the affirma- 
tive. 

Article 4700 vests in the Board of Insurance Commissioners, 
whose duty it is to issue permits to both foreign and domestic life 
insurance corporations to carry on such business in this state, the 
power to refuse a permit where the name of the subsequent domes- 
tic corporation is “so similar to that of any other insurance com- 
pany as to be likely to mislead the public.” This statute merely 
adopts the universal rule that equity will protect a corporation in 
the use of a name selected and used by it, which rule likewise 
applies where a subsequent corporation attempts to use a similar 
name to that of an existing corporation. Thompson on Corpora- 
tions (3d Ed.) vol. 1, pp. 85-87, § 77; Holloway v. Memphis, etc. 
R. Co., 28 Tex. 465, 76 Am. Dec. 68. The statutes of many 
states expressly adopt the rule, and it has been held, even where 
no such express statutory provision exists, the court officer, or ad- 
ministrative or ministerial board whose duty it is to grant or refuse 
charters, or articles of incorporation, or certificates of authority, 
or permits to transact or carry on business within a state, will not 
permit the use by any subsequent corporation of a name similar 
to or so nearly like that of another corporation as would be likely 
to produce mistake or confusion. Philadelphia Trust, etc., Co. v. 
Philadelphia Trust Co. (C. C.) 128 F. 584; Thompson on Corpora- 
tions (8d Ed.) vol. 1, p. 80, and cases there cited. 

This rule would authorize the Board of Insurance Commission- 
ers whose regulatory power over the insurance business is broad 
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and plenary, and whose duty it is to issue certificates of authority 
or permits to transact business in the state to both foreign and 
domestic insurance corporations, to refuse a permit to a foreign 
insurance corporation where its name is “so similar to that of any 
other insurance company as to be likely to mislead the public.” 
But aside from this conclusion, it is without question the duty of 
the Board under the provisions of article 4700 to refuse a permit 
to a subsequent domestic life insurance corporation to do business 
in this state if its name is so similar to that of an existing corpora- 
tion as to likely mislead the public dealing with the two corpora- 
tions; and article 5068 makes “the provisions of this title 
(title 78 of which article 4700 is a part) conditions upon which 
foreign insurance corporations shall be permitted to do business 
within this State.” It is true that article 4700 specifically relates 
to the incorporation of domestic insurance corporations; but this 
court held in the recent case of Fire Protection Co. of America v. 
State (Tex. Civ. App.) 59 S. W. (2d) 888, that article 5068, made 
the provisions of title 78, which included article 4700, applicable 
to a foreign insurance corporation doing business in this State. To 
hold, as contended for by appellee, that the principle forbidding 
similarity of name had no application, or could not be invoked 
against a foreign insurance corporation seeking a permit to do 
business in Texas, would not only give such foreign insurance cor- 
poration a great advantage over a domestic corporation of the same 
or a similar name, or a foreign corporation already transacting a 
business under a permit issued by the Board; but the necessary 
consequence of the subsequent foreign corporation taking the name 
of an existing corporation under the laws, whether a domestic or a 
foreign corporation with permits to do business in the state, would 
be to confuse or mislead the public dealing with such corporation. 
No good reason could exist as to why the Legislature would prohibit 
domestic insurance corporations from adopting similar names, and 


at the same time grant a permit to a foreign insurance company 


with a name similar to an existing insurance company. Mani- 
festly the Legislature intended by the enactment of article 5068 


to require all foreign insurance corporations to comply with all 
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provisions and regulations required of domestic insurance corpora- 
tions. Such being our conclusion, we pass to a consideration of 
whether the Board has abused its discretionary power in concluding 
that the name “National Aid Life” is so similar to “National Aid 
Life Association” as to be likely to mislead the public dealing with 
the two corporations. 

It may be remarked that since the statute against similarity of 
names has merely adopted the equity rule aforementioned, cases 
construing such rule necessarily control. 

The rule has been invoked against a foreign corporation seek- 
ing a permit to do business in a state which has chartered a cor- 
poration bearing a similar name. State v. Nichols, 51 Wash. 619, 
99 P. 876. The statute makes it the duty of the Board to refuse 
the permit where the name of the subsequent corporation is so 
similar to “any other insurance company as to be likely to mislead 
the public.” Article 4700. A foreign insurance company with a 
permit to do business in this state comes within the term “any other 
insurance company,’ and we conclude that the principle forbidding 
similarity of names should be invoked against a foreign life insur- 
ance corporation seeking a permit to transact or carry on such a 
business in this state which has already issued a permit to another 
foreign corporation with a similar name and now engaged in carry- 
ing on a similar business in this state. 

Nor did the Board abuse its discretion in concluding that the 
names of the two corporations involved were so similar as to likely 
mislead the public dealing with them. The general rule is that 
“there is an unlawful appropriation where one corporation appro- 
priates and uses the distinctive portion of another corporation’s 
name.” Thompson on Corporations, vol. 1, p. 81; Daughters of 
Isabella v. National Order, etc., 88 Conn. 679, 78 A. 888, Ann. 
Cas. 1912A, 822. In Thompson on Corporations, vol. 1 at p. 100, 
illustrations of the use of names held to be similar are as follows: 
“ “The Holmes, Booth & Atwood Mfg. Co.’ and ‘Holmes, Booth & 
Hayden’; ‘United States Mercantile Reporting Co., and ‘United 
States Commercial Agency & Collecting Co.’; ‘The Young Woman’s 


5] 


Christian Association’ and ‘International Committee of the Young 
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Woman’s Christian Association’; ‘Lamb Knit-Goods Co.’ and ‘Lamb 
Glove & Mitten Co.’; “The Legal Aid Society’ and ‘The Co-Opera- 
tive Legal Aid Society,’ on the ground that the similarity was cal- 
culated to mislead the public; ‘Society of the War of 1812’ and 
‘Society of the War of 1812 in the State of New York’; ‘Edison 
Storage Battery Co.’ and ‘Edison Automobile Co.’; ‘Philadelphia 
Trust, Safe Deposit & Insurance Co.,’ a corporation which by 
usage acquired the name “The Philadelphia Trust Co.,’ and a later 
corporation having the name “The Philadelphia Trust Co.’; “The 
Dodge Stationery Co.’ and ‘J. S. Dodge Co.,’ where it appeared 
that the latter was conducting the same kind of business; ‘Cincin- 
nati Vici Shoe Co.’ and ‘Cincinnati Shoe Co.,’ although the secretary 
of state had permitted the incorporation of each; “The Manchester 
Brewing Co.’ and ‘The North Cheshire & Manchester Brewing Co.’ ; 
‘Landlords’ Protective Bureau’ and ‘Landlords’ Protective Depart- 
ment,’ on the ground that the similarity was sufficient to mislead 
and confuse the public as to the identity of the corporations; “The 
Hanoverian and Oldenburg Coach Horse Association of America’ 
and ‘The Oldenburg Coach Horse Association of America’; ‘N. J. 
Henry Manufacturing Company, Inc.,’ and ‘Henry Screen Manu- 
facturing Company’; ‘Pansy Waist Company, Inc., and ‘Pansy 
Dress Company, Inc.’; ‘Grand Rapids Furniture Company’ and 
‘Grand Rapids Furniture Shops’; ‘Sovereign Camp of the Woodmen 
of the World’ and ‘Woodmen of the World’; ‘Supreme Lodge of 
the World Loyal Order of Moose’ and ‘Improved Benevolent Pro- 
tective Order of Moose of the World.’” 

It is clear that the distinctive portion of the names of the two 
corporations in the instant case is “National Aid Life,’ and the 
mere omission of the word “Association” by appellee to its name 
would not distinguish it from the other existing corporation. 

But appellee contends that if we construe the aforementioned 
statute as we have, then the statute is unconstitutional and void, 
because 
a statute which vests arbitrary discretion in public officials without 
prescribing a uniform rule of action, or in other words, which authorizes 


the issuing or withholding of permits or approval of corporate charters 
according as the designated officials arbitrarily chose without reference 
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to all of the class to which the statute under consideration was intended 
to apply and without being controlled or guided by any definite rule of 
specified conditions to which all similarly situated might knowingly cor 
form, is unconstitutional and void. 

Whether the names of future corporations may be so similar to 
existing corporations as to mislead the public is a matter which the 
Legislature cannot foresee or know to the extent that it may enact 
laws which declare specific names to be similar. It can only provide 
that names of corporations shall not be so similar as to mislead the 
public dealing with them. The statute so providing prescribes a 
uniform rule applicable to all corporations of the class named and 
is not unconstitutional. It simply leaves to the administrative or 
ministerial board charged with the duty of passing upon such 
matter the determination of similarity of names when the question 
arises in the course of administrative duty. It is a detail arising 
in the administrative regulation of the insurance business in this 
state, and the fundamental purpose of an administrative regula- 
tion is to “fill up the details.” United States v. Grimaud, 220 
U.S. 506, 31 S. Ct. 480, 483, 55 L. Ed. 568, quoting Wayman v. 
Southard, 10 Wheat, 1, 6 L. Ed. 253. That is, the administrative 
Board of Insurance Commissioners is, under the statute in ques- 
tion, to supply in an administrative way that particularity and 
certainty which, considering the circumstances of the subject- 
matter, similarity of corporate names, cannot be supplied by the 
Legislature itself. 

The judgment of the trial court awarding appellee a writ of 
mandamus to compel the Board to issue it a permit to transact a 
life insurance business in this state is reversed, and this proceed- 
ing for the writ of mandamus is dismissed. 


Judgment reversed ; mandamus proceeding dismissed. 


DEcISIONS OF THE COMMISSIONER OF PATENTS 
Conflicting Marks 


Spencer, F. A. C.: Held that applicant is not entitled to 
register, under the Act of 1905, as a trade-mark for piece goods, 
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the word “Duramo” in view of the prior registration (registration 
No. 118,074, of the term “Dura” as a trade-mark for the same 
goods. 


The ground of the decision is that the marks are confusingly 
similar. 
In his decision the First Assistant Commissioner said: 


Obviously, the applicant has done nothing more than add a suffix to 
the mark disclosed by the prior registration. This addition is altogether 
insufficient to escape the conclusion that the marks are confusingly similar. 
Judged in their entireties, as they must be (citing decisions), the points of 
similarity outweigh considerably the points of difference. It has also 
been held that points of similarity occurring in the beginning of trade- 
marks are more apt to cause confusion than similarity in the concluding 
portions thereof for the reason that the eye of the casual purchaser seldom 
travels beyond the first part of the mark.* 


Descriptive Terms 


Spencer, F. A. C.: Held that applicant is not entitled to 
register, under the Act of 1905, as a trade-mark for weighing 
scales, the notation ‘““Way Rite,’ since this notation is merely 
descriptive of the goods. 


In his decision the First Assistant Commissioner noted the 
decision of the Supreme Court in Standard Paint Co. v. Trinidad 
Asphalt Manufacturing Company, 165 O. G. 971, 1911 C. D. 530, 
220 U. S. 446 [1 T.-M. Rep. 10], and the statement of the Court 
that bad orthography would not make a word the arbitrary sign of 
something else than its conventional meaning and made the ob- 
servation that there are more than a few members of the public 
who would fail to recognize misspelling in the applicant’s notation. 

He then said: 

Apart from this observation, words when spoken fail to disclose 
whether they are spelled correctly or phonetically and since the descrip- 
tiveness of the word when spoken is as important as its descriptiveness 
when written, it must follow that the misspelling or phonetic spelling of 
a word is of no assistance in avoiding the rule of descriptiveness. For all 
intents and purposes, the notation “Way Rite” in the case at bar may be 
regarded as spelled “Weigh Right.” 


Any manufacturer is entitled to state that its scales weigh correctly or 
“weigh right.” 


*Ex parte Goodall Worsted Co., Serial No. 337,634, 159 M. D. 300, 
August 8, 1934. 
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With reference to the argument that the notation is written in a 
distinctive manner and therefore the mark is registrable, he said: 


The “distinctive manner” clause of the Act of 1905 is restricted to the 
names of individuals and does not apply to words that are merely descrip- 
tive of the goods. Furthermore, under the decisions, the use of paraphs 
does not constitute a distinctive manner of printing and therefore, even 
if descriptive marks, distinctively displayed, were registrable, the fact 
of the matter is that under the authorities the applicant has failed to 
display its mark in a distinctive manner.’ 


Not a Trade-Mark 














Spencer, F. A. C.: Held that applicant is not entitled to 
register, under the Act of 1920, the notation “Brown Wheat’ as 
a trade-mark for bread, on the ground that these words do not 
function as a trade-mark. 


In his decision, after noting that the applicant manufactures 
various kinds of bread, including brown wheat, and in each case 
the wrapper includes the name “Thomas’” and the name of the 
bread, as ““Thomas’ Brown Wheat,” he said: 


It is not found that the words “Brown Wheat” have ever been used 
by the applicant apart from the use of the word “Thomas” preceding them. 
Applicant must therefore stand or fall upon its right to register “Brown 
Wheat,” though only a part of the mark actually used. As stated in 
the case of Quaker City Flour Mills Co. v. Quaker Oats Co., 214 O. G. 684, 
1915 C. D. 113, 48 App. D. C. 260 [5 T.-M. Rep. 197], the difficulty with 
this position is that “the mark as claimed” has not been used. It is only 
part of the mark which actually designates the product to which it is 
applied. It is believed to be settled that the law requires that the mark 
applied for must be the same as the mark shown to have been used. 
Registration must accordingly be refused first on this ground. 


He then said: 


Furthermore, it appears clearly that the words “Brown Wheat” are 
not employed to indicate origin or source of manufacture but simply to 
designate to the purchaser the kind or grade of bread being purchased. 
Thus the applicant manufactures gluten, protein, bran, raisin, and brown 
wheat breads. All of these notations are employed solely in a descriptive 
or grade sense merely to distinguish the products from each other. In 


short, the notation “Brown Wheat” identifies merely the product, not 
the manufacturer.’ 


* Ex parte Hanson Scale Co., Ser. No. 331,460, 159 M. D. 330, September 
14, 1934. 


* Ex parte T. B. Thomas, Inc., Serial No. 324,049, 159 M. D. 306, August 
11, 1934. 











UNITED STATES TRADE-MARK ASSOCIATION 


ITS SERVICES TO MEMBERS 


The Association is a membership corporation, conducted with- 
out profit, and includes in its membership the leading trade-mark 
owners in the United States, besides a number in Canada and 
European countries. 

FULL MEMBERSHIP in the Association is limited to owners 
of trade-marks. Attorneys and others interested in trade-mark 
matters are eligible to ASSOCIATE MEMBERSHIP, which 
entitles them to the monthly Bulletin and information service. 

During fifty years of its existence, it has accumulated the most 
complete library and files of information on trade-mark matters 
to be found anywhere in the world. Its monthly Bulletin, sent 
to members, covers current legislation or litigation of interest 
throughout the world. Its readers always know where they stand 
on their trade-mark problems. 

We furnish reliable information to members or counsel on 
any question of trade-mark adoption, protection or use. We do 
not give legal advice, or discharge the duties of an attorney or 
counsel. 

We list and index trade-marks of members advising them of 
special conditions or changes in the law affecting their trade- 
marks in any country where registered. 

We receive regularly the official publications of all foreign 
countries, listing trade-mark registrations or applications. These 
are carefully read to detect marks that infringe those of our 
members. Prompt notice of such cases is given. Over thirty 
periodicals are examined each month for that purpose. 

We file, record and publish in the Bulletin trade-mark slogans, 
in use by members, thereby affording a record of the members’ 
use and claim. 

All searches in our own records are without cost to members. 
Searches in other records, official or unofficial, are furnished 
at cost. 

We have facilities for investigating any question of fact affect- 
ing a trade-mark, as whether a mark is in use and on what goods, 
when it was first used, whether infringing goods are on sale in 
any market, and by whom. These investigations are conducted 
for members at actual cost, usually nominal. 

We can furnish promptly copies of court opinions in cases of 
trade-marks or unfair competition, in typewritten form at the 
cost of typing. 

Our facilities for arbitrating disputes affecting trade-marks 
are discussed at length in the Bulletin of January, 1929. 

Proposed legislation on the subject of trade-marks receives 
the constant and careful attention of the Association. The 
organization has been of inestimable value to trade-mark owners 
in promoting proper legislation and opposing what is harmful. 
In foreign countries, as well as in the United States, the Asso- 
ciation has secured the enactment or amendment of laws in 
important instances. We should be glad to send on request an 
issue of the Bulletin detailing our work in this last particular. 





